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1. LSS HRR “HER",

Generalized concept is considered as

“N
2. £

ew Matter.”
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Subject matter may not shift after the OA.

3.EBLOAZ R AN FER P FENE
RATH—FRE
Only existing elements of claims can be
further limited after the final OA.
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1. LM S WA ATER,

Generalized concept is considered as “New Matter.”

LEW | A~ HH AR, R LR OIERTE
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“when an amendment introduces a new generic
concept that includes a subject matter not described
in the original specification, the amendment is
deemed to have introduced a new matter.”

B BAREHHEERM

from Japanese Patent Examination Guideline
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Example

from the Guidelines

« The claim recited “"hydraulic cylinder,” and the
specification did not disclose any other cylinder.

WHRERIEE T RIERL, BiRABRRAFFZ10
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 The amendment from “hydraulic cylinder” to the more
generic “fluid pressure cylinder” is not permitted,

since:

ARV R R RS Sk £ ALY AR & A3,

* A "fluid pressure cylinder” includes an “air cylinder,”
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Intermediate Concept OK?

 Even when broader and narrower concepts are
described, a medium concept is rarely accepted,
since:
BfEHEE TR ES S B EE S, PEMEZthAEL
BT HE,
* |t is new matter with respect to a broader or
narrower concept.
XERAPEMZHENTREMTDREFRZZE
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Suggestions

* When filing a Japanese or PCT application, add general
and intermediate words of key elements for supporting the
future amendments.

FEIRRX BAREPCTHRIFZHI, EINXEER LB 1R
a2 g, DB FREREW,

« In a Paris-route, RYUKA can add those words upon your
request.
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» Choose the words from the specification for amendments.
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Subject matter may not shift after OA

*The amended claims and examined claims
must satisfy the unity of invention

requirement.

& i B9 A R FO 4 B T RO FI Z K i 7

BABAMEBE—FEK

o

“RY UKA-



% P
Example

« Claims A and B, which lack unity of invention, were
originally presented and only claim A was examined.

[ B 1E RIAR I B R AR FI R BiR Z & BARY B2 — 1[4,
B FERABHEE,

l

« Canceling claim A to leave claim B is not accepted.
AR BRER F) Z 5k AT R B AN B R BIF A %=

« See “The unity of Invention Requirement and Shifting
Amendments”
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Suggestion

* When claims A and B might not satisfy the unity of
iInvention requirement,

— Present more important claims in front.

o HNFIZEKAFIBRIREA i & 4 AR B2 — 14 B3R AT,
- E EEMNFIERNFERTHE,

* When the first claim group is cancelled in US/EP,
— file a preliminary amendment in JP.
= 7 S E /RO TS 55 — IR 22K 2B BT,
- EBFREXRVTENR,
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3. FERZAOAE, REEREINFRIBRIER

Only existing claim elements can be further limited after a
final OA.

New elements cannot be added. ANRE 18 hn 3 B 2%

ex. Claims 2 and 3 having different elements depend
from claim 1.

@ilan: 335 A BRI AR AR #E R
!

Claim 3 cannot be amended to depend from claim
2
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Suggestion

In response to the first OA, amend dependent
claims to depend from all possible claims.

FEEE Iy, FARZESREUOY 5| 4 Ef ]
HE HIAUA] 225K

— Reserves more freedom to choose any
combination of claims for the future.
— REFE KRR E BYE, MR SRIE TSR
BRI ESR 24H &
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