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A EESZI MBI FIER
HEARREBRE AR

Acceptable Dependencies Are Different by Jurisdictions

RIFZLBHIMBENFERSIHSIMBEFHER (L5 L) :
BME R, BUMER . BRI, Hida=, MEX

Multiple-dependent claims from other multiple-dependent claims (Multi-Multi) are accepted:
EP, European Countries, AU, NZ, CA

B B T M £E
Single dependency is suggested us

RIFREEMZIME: AR, RE. HE. 8EF
Single layer of multiple dependencies is accepted: JP, CN, KR, TW etc.

BIHPCTHAZER, ERME L EERY,
A% Ex FRIPCTERIF M1z WN{A[ R B AE 2

Anyway, we need amendments at the entries from PCT.
How shall we start when filing a PCT application?
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B 1: EXERRZPCTR, FAAENZTIME, 2 FER
MENDEAEFREREA, HMEAZIEI SRR
(BMBMPEP1824.6.4)

Suggestion 1: In PCT in the US, adopting single layer of multiple dependencies, or multi-multi via ISA-EPO
(MPEP1824.6.4)

EEEBMMBIFIER, =D B RN

Later adding dependencies is more difficult than reducing them.

BUME R R : S RIFHIBMEX R (FTHE F1TR)

E., #E:1.205] % IRRF ER = HIX(E,
BEMAS U EEEHHITHEE
=STALENEMARAR, BXTMBEFZREITIESE

2EPE, —ERAXFEENEM (FEE 0L
=T RKFIRAEENERES B

CN, KR: 1. Multi-Multi claims are objected, but still examined about inventive step. = Can chose dependencies after seeing prior art.
2. One office action is always issued in CN (similar in KR). = Better to receive an easier office action

E., fEE: PCTH ERAIIFIZE RN E, SFEMHERH

EE: £ AEER, geM B PCTHE RIS (ZRBIF) A,
25T ENFERBMEX R

US: Claim dependencies can be easily changed at the entry via continuation from PCT application (bypass application). 4
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iV 2: R A XM ZRIE, FstEENT R
ROALF SR ¥2 35 D9 1 % v AL FP BRI R

Suggestion 2: Converting Medium Claims to Program Claims in JP and EP

BRI ZER A% 5 HOER, & | . #6,

Claim Subject JP, EP, TW US, KR, CN
LIDREE LRI THEHAL ‘ ‘
P T g

IO T B - |
e L AT oiF

Acceptable YES

Memory or recording medium storing
program

I AR S TR PRI TN
EL R ALTHEALER FRUBUR, (AR EBARALIT B HIRA]

"." Selling program over the Internet:

directly infringes program claims, but not medium claims.




T RHEFRORF R R

E *%*ﬂl . E*Eﬁ Forms of Program Claims
o ZIEFRE®ILTREA
SCHEFEFF A, B ...
GEfTEE A, B.../SCHITREA, B ...)

Japan Patent Examination Guideline (“JPEG”)

* A program which causes a computer to

carry out procedures A, B ...
(operate as means A, B ... / realize functions A, B ...)

MR BMNEN B EERE
o ZHENEFART —EES, HENATXEESH, &
SCHEZSBRA, B ...
(RFER1BREE)
BMEFIRMNEREBR A ALER.

Cf. EPO Guideline for Examination

* A computer program comprising instructions which, when executed by a computer, cause the computer to carry out steps A, B, ...
(the method as claimed in claim 1.) & RYUI(A“
EPO style is also acceptable in Japan. o= =
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ZiEA BABKPCTRHIER
XETEEFRNFIER

Supporting program claims in PCT applications for the entry to JPO

EETFHENNEBEIE., PCTHBEIEHR, ELVEASINTIX

*iﬂ’]h‘/ﬁ:fﬂi

bl

[0052] Li_l_léﬁzmo?% LG FE R, A RALEEE$2000

B H L HEFE [NTF2040, S

FIEIZENTF2020, FEfE, 1Z4K

1¢I=Lzﬁ EJH&&JE%EZOOOL_ TIXLER, FEHERDP R

232000 {T A< 1i7.6A 3

E@w

158

17 Bt (& --F0-- PR BOFR B

Include at least standard descriptions such as below in the Priority base and PCT applications.

[0052] Software programs are provided via a network 2010, installed to flash memory 2040, and read out to RAM
2020 by CPU 2000. The software programs are then read by the CPU 2000 and make the CPU 2000 execute all steps
that are described in this specification with reference to Figs -- and --. 7
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Suggestion 3: Drafting means(step) + function

(ZBR)+TIRE

H. #. FNEF

JP, KR, EP

E[E
us

RiFSEH

Scope of
Protection

BENZ SEINThRERI — 1)
T RERZ IR,
(AMBA=S 1A
B, SABHARIEA])H
ﬁﬁﬁq:, HHFFE4s
INELSE )

Anything capable of realizing the
function.

(Although unclear words are construed in
reference to the specification and often
limited in Japan)

PR FiREA B R A TR
KA, BREHRF
RIS R T H i";’élH%?F'o

Williamson v. Citrix Online, LLC,
792 F.3d 1339 (Fed. Cir. 2015)(en
banc), 35 USC 112(f)

Limited to the embodiments disclosed in
the specification and their equivalents only.

il
(FE i)

Suggestions
(Do both)

RETHRERAIER

Draft functional claims
8

BE&MAlMAER,
XML THE AR

Draft structural claims that recite structural
features.




i 4:-EBE, FHURIERER N P REFTTE

Suggestion 4: Converting to “Method for Making” claims in JP

il : “Bft|

EIRIBREATTE", B R ENTTE

— TR AR BARRIER

- IHISEE
- B Lk

dll

)_LIIII:IEEI_L:FEE

FA

H15(Wa)14687 (Tokyo District Court, May 28, 2004)
S45(Wa)7935 (Tokyo District Court, November 26, 1970)

Ex. “Method for grinding a glass surface,” or “Method for welding”

BJLI EBEIEIELLE A EHLER &,

b, OV HE. FRAXEFRtERRILE

— Adopt “Method for making” claims.

- Claim scope extends to the products made by the methods.

- Importing, selling and using the products infringe patents, even if the products were made in a foreign country.

XT B - R A 7 SR RO AN FI K -
- REERRGE T RILEF,
- MR @mA~TE S

Cf. Mere method

Claims:

TSR

- Only “using the method” infringes the patent.
- If the product is made in a foreign country, no infringement. RYUI(A 5
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AT, LUS R RAARIER,
BTN 7= B P A

However, process claims are often NOT considered as “method for making” claims
“Z2&Z AN RE—MUIRIHENAZE BTUEIAE MIE~HK
Ef‘ F iR

H16(Ne)4518 (Tokyo High Court, Feb 24, 2005)

“The invention is directed to a cutting method of a street manhole, which is a cutting method, but not a
method for making a product”

‘B mAE A ERNEH BT, WEET BHIHITIHE ‘K
EWABRPATERR, NNEB~RE—ES, FHIZFIERF
BTEFSEES MmN A E"

H15(Wa)860 (Osaka D. Ct., April 27, 2004)

“To be qualified as a product, which is to be made by a method for making, the product should be separately sold” “The
claimed subject is only a part of a product, and therefore, claim is not considered as a method for making a particular
product.”

R AR MR E R, 4 S BIL2R YE A ES A
EERE”

H13(Wa)3764 (Tokyo D. Ct., November 26, 2003) ‘RYUKA® 1

“A method of making claim should change chemical or physical characteristics or forms” ~ withFree vision




X F M ¥ B e 2 P 5 iR RO BN

Suggestions for being considered as “method for making” claims
BA 4 45

RS 0 bW Y Db

Explicitly say “method for making/producing a product.”

£t~ RPN ERRB—E 5
—>ENAIREBIAASEARRE RN RA TR

The product to be made should not be a part of an object.
— Could be considered as mere method for forming or changing something.

= LR E R,
REHF: —HHERENAE BETRLE:
IR EE
H%ﬁ'ﬁlx*ﬂ.@uu, J'E.

TRzl 1Z T,
IEEHIF: H#H— T mZiz =

The product must be changed.
Not enough: A method for making a wafer, comprising:
covering a wafer by resist,
exposing the resist, and
etching the resist.
Sufficient: further etching the wafer. RYUI<A° 11

»»»»»»»»»»»

L

&4

-

,\:II]

4

(@)




FA 15 FF 41
Prosecution




g5 JEER, MR REBRER

Suggestion 5: Simplifying instructions for reducing your internal fees

EPCTHAERRME, HIIREE:
PCTHIEE,
RIBX AR, ATFBEIEFNIEZRFE

For PCT national entry, we only need:

PCT application number, and

English text, for lowering translation fee

B ERAZRERIFE, RFRAFH(NHRE—HE

E|HIEZ 1LY B ENE, T 1{EREFSRNE
ARIER

H15 A 04 BA

For Paris route, the applicant and inventor information can be supplied by sending us:

a copy of the US assignment

‘RYUKA-
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#ille: HENFERILENNA THE
RYUKA: IRIEE N, FMt LR EF EESRFGENFEE
T REAEVER, TEEZFFREALIINEFEEENER

RYUKA: Provide comments with a link to Global Dossier Translation
Clients: Request human translation of OAs, only if necessary

EREREERGHITNE:
BR.HEENEAMIEHEX
hE:2TM"ARN(E—XREEENEHNEKE4NTANE §HAR)

Global Dossier Translation:
JP: Same day as OA
CN: In two months (Response to 15t OA has four months)

Ntk —3&, LI A (4 2B AN20%~50%0]) N TEiEE

Human translation fee (20 to 50 percent of total fee) is saved

‘RYUKA-

with Free Vision
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Y7 - A RIRHIE R iR 5| R,
A LLE Bt 53 R HPiE

Suggestion 7: Considering a divisional application, if cited to a later filed application

- TEER WS R ORFITR, ThRWIE A
= A LI o AR R IS 12 AT FI B R

* The present application may disclose what a later applicant originally claimed.
= Consider claiming the same.

s EERIEFRMERAR, FIREBEZH X~ SmA K
= AILEEFXES AP ANRFIER 2 F

* The embodiment of the later filed application may indicate their product plan.
= Consider claims covering their embodiment.

E&?%%*IH%’WZE, HNEE LS IR T IRIEFIAY
EERIFHITIAE,

Upon receiving an allowance, we search later applications to which your application has been cited.
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Suggestions common in the USA




il : A& AR BT

Suggestion 8. Supporting software inventions

=R

Gene

ral Suggestions

RYUKARJEEY

RYUKA Suggestions

1B B - SRR 1

FEFIZEKE
FIBMER R

Write cooperative relationships with hardware in claims.

AR BAER I B A .
=X |EhS RERE
7 | BARA IR BRI E R ch B R A
o |EENTRARREE

%Eﬂ A (N Fr B 89 In
H, FEEBIER
l—i—*?élﬁﬁj]s gé/;f
X D IEFE < B
o) ERFNIEA],

Write all of left and avoid writing
problems and claim words that exist in
human activities, economics, games and
psychologies.

‘RYUKA-
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Supporting amendments of software inventions in Japan

1. EMERE—EaE@EMEMEFI, LEXNE
onfF ey . NTF<F A A 2t T HeEah

1.Describe hardware such as storages and memories, even if the hardware is a typical PC or cell phone.

2. BERHE=INAERARSE, BUEE. A
B 2045

2.Describe how software uses tables, databases or temporary data.

3. BEHXK. MIEEFFHME=HRFEFIERS
B ANfFEZ2H

3.Describe that the tables, databases, etc. are stored in a storage or memory.

A
M

‘RYUKA-
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FEPCTHIA SN B B IF Fh N A B3 R4S
tHRIRIR [E

NETWORK

Adding a computer block diagram to PCT and priority applications 5‘1900
2000
CPU 5
5-2080 ;2075 /(2082 52020 2040
Aglgigk?lvls GRAPHIC HOST RAM <
CONTROLLER CONTROLLER HARD DISK
< 2030 )’2084 DRIVE
COMMUN | CAT | ON 1/0 ' 2095
| /F GONTROLLER s 2060
5201 0 CD—ROM P °
ROM DRIVE
2070 e 2090
1/G CHIP USB Adaptor *——

19
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FEPCTHIOL S A B BB 1 h H b X 4
5 ER R

Describing cooperative relationships with hardware in PCT and priority applications

(N2 T EX AR B dah, ZiReTE H AE 2] — 2 rRFRK
EFH (B G33E8)

A simple description like below may still help in JP in some degree. (although not ideal).

[0050] Fp S A 2E 2§ 2000RE 1% MEE £2 2040 EJuH}z;LTJE%“tE
Frigt B R A& ---F0---, BIE/(ER---F0--—-, HFEIGFEEBT(E
FEERE2020, KERE EJH&&IE%EzoooEﬁ‘ékAmﬁzozo
EJ»HH‘%FF%-—-%EI---, yﬂEMnEn-%D--- XTELFHAITAE, FIF
HBRXEFEANTF2020,

[0050] Tables --- and ---, and data/information --- and --- described in the embodiments can be read from hard disk drive
2040 and temporarily stored in RAM 2020 by CPU 2000. CPU 2000 may then read tables ----, and --- and data/information

--- and --- from RAM 2020, process them, and store them to RAM 2020 again.
‘RYUKA-
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#iY9: B IA E*H@i&iiﬁﬁlléiﬁﬁﬁ IR

Suggestion 9: Move discussions of prior art into the embodiment

- B ERBAREAER L BHR— ﬁﬁf)'
- B RBBAREH 1&%'*_2':7_5;‘

- Discuss general technologies as a part of your invention.

- Discuss different technologies as an alternative solution.

MERBEARWIRIR, REHITINTICEH:

{5l : 2001-12345FEE R B | (5| FEF) . ”
CRAERIFEF)

XFHE  ¥xxxrp QR T T IR ER

(BRIF AR BRIET EF))

In the prior art section, merely say:

Ex. Abstract of 2001-12345 says that “(cited sentences).”  (No admission is made.)

Cf. In **** itis disclosed that ****** (Applicant’s admission is made)
AT ERIBE RN, REIZIME LB,
Not all known references are required. Two or three are enough. RYUI(A

lllllllllllllll 21



EH- ‘RYUKA:-
1E|f R MEFIAR"RIAPIREANANS, BECOAEAR
BTAR%HH
— “IMBEENRN"PEIEE, SH8/MFFEKBISCE
—>Eﬂ/’%-i’iﬂ%iﬁﬁﬂE’J;ﬁmzﬁﬁzﬁ’aﬂé}a&, A FTHEENE
EMEZEHFRIATE
— Llﬁ,ﬁﬂ, ﬁ_xﬁﬂ

Anything explained in “Prior Art” section is assumed not a part of the present invention.
— Descriptions in “Prior Art” limit claimed scope.
— Amendments that base on descriptions in prior art section are not persuasive for asserting inventive step.

— More description, more limited.

NEFIMEBEARMEIRFET TIER, BESIAARLAF
A & IFEAERI A o)/
X IA AR AIRER, S45/MUF| EKBISEER

If problems of prior art are discussed, the invention tends to be construed not to have the same problems.
— Descriptions of prior art problem limit claimed scope.

dl]

22



ER10: A ERAHAKE K., BE.
MR RIFIFLR LR

EiRR B — ) ARSI & REE, B
% B E #.
% BRI
% B 2
#5
& BRI R B3R R K BX

Anything written in those sections limit the scope

dl]

of the inventions, since:
Objects of the invention,
Summary of the invention, and
Effects of the invention

mean those of the claimed invention.

‘RYUKA-
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“X BARY* >+ iR P — BiE A,
MEAE/MUFIERSEE

Languages in section, “*** of the Invention” limit the scope of claims

1. Tokyo District Court, H10(wa)30302
ARESR LA ERIR P AR, SR ZEK PR
RV — AT T SRR

Claimed phrase, “lower portion” was limited in reference to the explanation made in Effect of the Invention

section.

2. Osaka District Court, HO8(wa)13483
ARES LA B IR, SFIZEK P
“RARBM—1RIFEIT T da/MERE
Claimed phrase, “natural stone” was limited in reference to the explanation in Object of the Invention section.




FER AR AR Sk

Avoid saying “the invention” & “the present invention”

dll

ﬁ%%@%%m%ﬁ%mﬂﬂ%f
URRES T PESIIE T TN
Qe inre i —

Ex. According to the present invention, (effect) is achieved.
— Claimed inventions are construed to achieve the effect.

iyl
<

BIE—AEHR, . HBELIRI,
— A—TFRH5/IHIEE,

Suggestion:

According to the first embodiment, ..... is achieved.
— Does not necessarily limit claims.

‘RYUKA-
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Thank you

*FHA:

BN AE 20234 L 25 B E L S, ’

HAEREANE,

TEAREER1004,

about us:
Celebrate 25 year in 2023.
44 attorneys, 100 in total

mpE

BARI AT FE

They say:
i Rising Star in Japan IP,  ILASA
E ZF%DI_LEE,‘]'ﬁ"ﬁ'%ﬁE, “_ASA Top 5 Japan Patent Firm,
= . Top 10 Japan Trademark Firm,
73 Fﬁ-’ ASIa IP Top 20 Japan Patent Firm,
=5 ﬁﬁ- ASia | P Top 20 Japan Trademark Firm,
?

HARI+HERSE

HARIZ+HEREBELAE, MIP
AR Z+MEIRESA, MIP

HATE A TIRREF

Asia IP
Asia IP
MIP
MIP

B, MIMILEXRZE P X 6& 35289 E

2

We commit to proactive communication aiming for deeper understanding of our clients and creative processes.

www.ryuka.com

‘RY UKA-

with Free Vision
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