Suggestions based on the JPO handbook for
examining product-by-process claims
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Product-By-Process (PBP) Claims
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“Claims for inventions of products reciting
manufacturing processes of the products”

Example:

Protein manufactured by a manufacturing
process P (processes p1, p2, ... and pn)
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The Supreme Court interpreted

PBP claims broadly *
B 7 B PBP AR5 1R 95

“The scope of PBP claims extends to actual
products that have the same or equivalent
elements or characteristics as products made by
the claimed process, irrespective of how the
actual products were made.”

* Sup. Ct. June 5, 2015
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PBP Claims have broader scope in

Japan than in the US
H A I PBPAUHI ZE 3R By Yo Bl EE SR H IR

At the US courts, the scope of PBP claims is
limited to products that are made by the recited
process.” This limitation does not apply in Japan.

*Abbott Labs v. Sandoz, Inc., 566 F.3d 1282
(Fed. Cir. 2009, en banc), certiorari denied.
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However, the Court also said that PBP claims are
often invalid for lack of clarity
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“It is generally more difficult to understand the
elements or characteristics of products, if the products
are defined by a process. Therefore, PBP claims are
invalid for lack of clarity unless it was impossible or
impractical to define the product by its elements or
characteristics when the application was filed.”

= PBP claims can be invalid in semiconductor fields
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JPO’s Exam. Handbook says that
a product claim is examined as PBP claim,
if it recites a process in part
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A notice of reasons for rejection will be issued for the
lack of clarity.

The applicant may amend the claim or argue the

impossibility or impracticality to define the product by
its elements or characteristics
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Examples from the Exam. Handbook
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- PBP Claim
A polymer Z acquired by reacting a monomer X with
a monomer Y at 50 °C.

- NOT PBP Claim
A method for manufacturing a polymer Z in which a
monomer X is reacted with a monomer Y at 50 °C.
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Examples of NOT PBP claims (1)
JEPBPACHIZERHIHIF (1)

- Indicating simply a state of the product -

An item in which a resin composition has been cured

An article in which an affixed chip is bonded to a sensor
chip

An item in which X is formed to have a thickness
different from a thickness of Y

A composition formed by mixing X with Y

A tire created using a rubber composition
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Examples of NOT PBP claims (2)

« Alaminated film formed by placing a layer Z between
alayer X and a layer Y

« Removably configured

« Amember Y welded to a member X

A chamfered member

* Alid caulked to a body

« Spun twisted yarn using roving X and roving Y

* A pigment coated with a polymer X
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Examples of NOT PBP claims (3)

* A polymer polymerized with a monomer X and a
monomer Y

« A protein X being modified after translation™

* A humanized antibody

« A protein having an amino acid sequence represented by
SEQ. No. X in which at least one amino acid is deleted,
substituted or added

* Edited by RYUKA
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We suggest converting
process to static expression, if possible
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made by) curing resin  — resin being cured

made by) connecting X — Xis connectedtoY
made by) blending Xand Y — X and Y are blended

made by) forming X and Y with different thicknesses

(
(
(
(

— X and Y having different thickness
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We also suggest
“method for making” claims
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- If patentable elements or characteristics of the
products are understood, those should be recited in
claims.

- If patentable elements or characteristics of the
products are NOT understood, we suggest drafting
“method for making” claims (as well as PBP claims).
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Scope of “method for making” claims
extends to the product

“FIF - W R T

FE 7= i

- Importing, selling and using the products infringe patents, even
If the products were made in a foreign country.”

cf. Mere method claims:

- Only “using the method” infringes the patent.

- If the product is made in a foreign country,

*See H15(Wa)14687 (Tokyo D. Ct., May 28, 2004)
S45(Wa)7935 (Tokyo D. Ct., November 26, 1970)

no infringement
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However, process claims are often NOT

considered as “method for making” claims
{EFTERAERFTHBBINRR “ETTER”

“The invention is directed to a cutting method of a street manhole,

which is a cutting method, but not a method for making a product”
H16(Ne)4518 (Tokyo High Court, Feb 24, 2005)

“To be qualified as a product, which is to be made by a method for
making, the product should be separately sold.” “The claimed subject
is only a part of a product, and therefore, claim is not considered as a
method for making a particular product.”

H15(Wa)860 (Osaka D. Ct., April 27, 2004)

“A method of making claim should change chemical or physical
characteristics or forms”

H13(Wa)3764 (Tokyo D. Ct., November 26, 2003) 14
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as “method for making” claims
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Explicitly say “method for making/producing a product.”
The product to be made should not be a part of an object.
— Could be considered as mere method
for forming or changing something.
The product must be changed.
Not enough: A method for making a wafer, comprising:
covering the wafer by resist,
exposing the resist, and
etching the resist.
Sufficient: further etching the wafer. 15
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PBP claims are still valid, if it is impractical to define
the product by its elements or characteristics,
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“for example, for analyzing the structure or
characteristics of the product, in view of the time
constraints of filing a patent application,”

= PBP claims do not lack clarity.
* Sup. Ct. June 5, 2015
= PBP claims can still be valid

in life science and chemistry fields .
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JPO added, “impossibility or impracticality
argument is accepted, unless the examiner can
show reasonable and specific doubt”
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“However, the following arguments are unacceptable.”
“Drafting claims differently would have taken time.”
“PBP claim is easier to understand.”

- from the Exam. Handbook
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maintaining the PBP claims?
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Be specific in arguing the impossibility or impracticality to
define the product by its elements or characteristics.

Preserve evidences such as inventor’s declarations for
proving the impossibility or impracticality.

We can add that defining the product by its elements or
characteristics would have significantly delayed the filing
date, which had to be avoided in view of fiing competition.
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What should we do when

PBP claims are asserted to you?
A A\ FPBPAUAEE R /R E TR ) % B4 ?

- The validity of the claims must be evaluated in
view of the Supreme Court decision.

- If it was possible and practical to claim the
elements or characteristics of the product,
an invalidation trial can be requested at the JPO

- It takes only 10 months and is inexpensive.
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What should we do when

your PBP claims are challenged ?
ZPBPA A ZE R AP IR 22 B4 18 ?

- The patent owner can limit the scope of issued
claims by requesting a correction trial, although
cannot shift or enlarge the scope.

- Correction takes only 3 months and is inexpensive.

- In the correction trial, the patent owner can add
elements or characteristics of the products to the
claims, provided the specification supports the
amendments.
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Celebrated 20%" yearin 2018. o .«
39 attorneys, 120 in total

They say: ‘
Rising Star in Japan IP, ILASA
Top 5 Japan Patent Firm, Asia IP
Top 10 Japan Trademark Firm, Asia IP
Top 20 Japan Patent Firm, MIP
Top 20 Japan Trademark Firm, MIP

We commit to proactive communication, which leads to deeper
understanding of our clients and creative processes.
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