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Disclaimer

2

The material for this presentation has been designed as an integral part of 
the presentation solely for the benefit of those attending the seminar. 
References to existing marks and characters do not interfere with their 
original scope. The material does not necessarily stand on its own and is 
not intended to be relied upon for giving specific advice.

The information in these slides is privileged. It is protected by  
professional privilege and for the sole use of the intended recipient.  Any 
copying, disclosure or distribution of this communication is prohibited. 
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Who we are
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Founded in the early 1900’s, the company is one of the most qualified 
intellectual property law firms, with offices in Milan (IT), London 
(UK) and Lugano (CH).

IP boutique, provides a 360° specialized IP service, with departments 
dedicated to every single aspect of IP:

Legal consultancy, copyright, anti-counterfeiting Attorneys-at-
Law, Solicitors;

Trade marks National and European Trade Mark Attorneys;

Patents National and European Patent Attorneys;

Domain names WIPO Domain Name Panelists;

Research and surveillance research experts.

Long-lasting and strong relationships with Clients and carefully 
selected Associates all over the world.

Wide use of state-of-the-art IT tools and paperless office.

Rapisardi Intellectual Property

5
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3 doors to correctly enter 
the European IP World
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MILAN LONDON LUGANO
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Rapisardi Intellectual Property
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The Team:
Senior Patent Attorneys
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Ugo Trojsi
Patent Department Head

Catharina Waller
Patent & Trade Mark Attorney

Giuseppe Mercurio
Patent Attorney

Chiara Formenton
Patent Consultant
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The Team:
Senior Trade Mark Attorneys
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Gianluigi Volontè
Trade Mark Department Head

Davide Taglia
Attorney-at-Law

Sonia Fodale
Trade Mark Attorney

Paola Dalla Pozza
Head of Filings 
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The Team:
The Lawyers
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Rossella Solveni
Law Office Head

Davide Bresner
Anti-Counterfeiting

Wilma Zanin
Anti-Counterfeiting

Alessia Corciulo
Litigation

Alessandra Ferreri
Domain Names & Copyright

Chiara Mobidi
Litigation

Elena Cristofori
Litigation

Adam Goldman
Contract, Licensing & Transactions
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The Team:
Other IP Seniors
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Claudia Monica Strola
Research Department Head

Antonella Santini
Research Consultant

Alberto Giordano
Due Diligence & Valuation
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Andrea della Croce
IT Department Head
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EU Facts & Figures
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European Union:
1st April 1996
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Austria
Belgium
Denmark

Finland
France
Germany

Greece
Ireland
Italy

Luxembourg
Portugal
Spain

Sweden
The Netherlands
United Kingdom
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European Union:
2004
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Cyprus
Czech Republic
Estonia

Hungary
Latvia
Lithuania

Malta
Poland
Slovakia

Joining Countries:

Slovenia
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European Union:
2007

Joining Countries:
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Bulgaria
Romania
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European Union:
1st July 2013

Craotia
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European Union:
The future
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EU Countries

18

Austria Finland Latvia Slovakia

Belgium France Lithuania Slovenia

Bulgaria Germany Luxembourg Spain

Cyprus Greece Malta Sweden

Czech Republic Hungary Poland The Netherlands

Denmark Ireland Portugal United Kingdom

Estonia Italy Romania Croatia (from 1st

July 2013)

18
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The EU covers over 4 million km², the population is over 500 million 
inhabitants (the world’s third largest population after China and 
India). 

With just 7% of the world’s population, the EU's trade with the rest of 
the world accounts for around 20% of global exports and imports.

The EU is the largest world trading market.

The EU is the world’s biggest exporter and the second-biggest 
importer after the USA.

The EU is the most important partner for trade agreements.

EU information

19
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Top 10 World’s 
gross domestic product (GDP) 

Source: Central Intelligence Agency 2011

20
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Together the EU and Japan account for more than a third of the 
world’s GDP.

Japan is the EU’s second biggest trading partner in Asia, after China. 

Japan remains a major trade partner for the EU and Europe is a very 
important market for Japan. Japan is also a major investor in the EU.

Imports from Japan to the EU are dominated by machinery and 
transport equipment and chemical products.

EU exports to Japan are dominated by machinery and transport 
equipment, chemical products and agricultural products.

Japan-EU

Source: European Commission – Dictorate-General for Trade
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EU-Japan trade statistics

Source: European Commission – Dictorate-General for Trade

«Trade in goods» statistics

«Trade in services» statistics
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EU/Japan Trade with Main Partners

Source: European Commission 2011

EU’s Trade

Rank Partner % Rank Partner %

1 USA 13.8 6 Turkey 3.7

2 China 13.3 7 Japan 3.6

3 Russia 9.5 8 India 2.5

4 Switzerland 6.6 9 Brazil 2.3

5 Norway 4.4 10 South 
Korea

2.1

23

Japan’s Trade

Rank Partner % Rank Partner %

1 China 21.8 6 Thailand 4.0

2 U.S. 13.7 7 Indonesia 3.2

3 EU27 11.1 8 Hong Kong 3.2

4 South Korea 6.6 9 Saudi Arabia 3.0

5 Australia 4.4 10 Malaysia 2.9
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Community Designs

24
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What is a Community Design?

A Registered Community Design (RCD) is an exclusive right for the 
outward appearance of a product or part of it, resulting from the features 
(in particular the lines, contours, colors, shape, texture and/or 
materials) of the product itself and/or its ornamentation.

Holders of valid registered designs have exclusive rights to use the 
design and to prevent any third party from using it anywhere within the 
European Union. They will be protected against both deliberate copying 
and the independent development of a similar design.
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Community Designs
Latest OHIM update (31st December 2012)
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TOTAL: 690,042
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Community Designs: 
Top 10 by Nationality of Owner

Latest OHIM update (31st December 2012)

Nr. Country 1996-2012 %

1 Germany 166,513 24.13

2 Italy 95,876 13.89

3 France 58,778 8.52

4 United States 56,186 8.14

5 United Kingdom 45,904 6.65

6 Spain 39,968 5.79

7 Japan 22,992 3.33

8 Netherlands 22,118 3.21

9 Switzerland 19,833 2.87

10 Austria 18,440 2.67

Nr. Country 2012

1 Germany 19,520

2 Italy 8,955

3 United States 7,125

4 France 6,904

5 United Kingdom 5,187

6 Spain 4,031

7 Poland 3,087

8 Japan 2,942

9 China 2,659

10 Netherlands 2,418

27
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Community Designs: 
Top 10 by EuroLocarno Class

Latest OHIM update (31st December 2012)

28

Nr. Class 2012

1 06 10,291

2 02 9,153

3 14 7,121

4 26 5,351

5 09 5,307

6 07 4,628

7 23 4,428

8 32 4,304

9 08 4,263

10 12 3,946

The EuroLocarno classification is a list of products based on the Locarno 
Classification, the international classification for designs prepared under the aegis 
of WIPO.

Furnishing

Articles of Clothing and Haberdashery

Recording, communication or information retrieval equipment

Lighting apparatus

Packages and containers for the transport or handling of goods

Household goods, not elsewhere specified

Fluid distribution equipment, sanitary, heating, ventilation and
airconditioning equipment, solid fuel

Graphic symbols and logos, surface patterns, ornamentation

Tools and hardware

Means of transport or hoisting 
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Advantages (I)

Simple filing procedures

• Filing procedures are simple; a Community Design can be 
obtained by means of a single application.

Not reserved to EU Member States

• A Community Design applicant is not required to have a 
commercial establishment in the EU.

No requirement for a national design registration 

• The Community Design system does not require the existence of a 
registration in the applicant’s home country. 

Period of grace 

• A one-year period of grace from first disclosure is allowed.  

Protection for a complex product and for a component thereof as well, 
provided that it is visible during normal use.

2929
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Low registration fees

• The cost of filing a Community Design application is significantly 
less than multiple filings in the Member State patent offices.

Single opposition proceedings

• Any opposition will be examined in front of the OHIM in a single
proceeding rather than putting forward the same arguments in 
different EU jurisdictions.

The average registration time is two months

Uniform right to protection throughout the EU

• The Community Design registration protects the owner’s rights in 
the same way in all the 27 EU Countries.

Customs surveillance may be requested in the EU Countries as well as 
in most Countries of the world. Just by filing one application, any EU 
trade mark or design owner may ask for Customs surveillance in all 27 
EU Countries.

30

Advantages (II)

30
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Multiple application

• More than one model can be combined into a single application, 
provided that all products belong to the same EuroLocarno class.

In a multiple application, the holder is free to renew only those 
designs he is really interested in.

31

Advantages (III)

31
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Multiple Community Design

It is possible to file a single Community design or a multiple Community 
design. A multiple design is a collection of designs belonging to the same 
EuroLocarno class of the EuroLocarno Classification.

Single Community Design Multiple Community Design
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How to get 
LARGE protection with SMALL costs

Enjoy the one year grace period

33

Collect models belonging to the same class 
of EuroLocarno classifications

File an application for multiple registration
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Please pay attention to…

Partial design vs Complete design

Black & white vs Colors

Drawings vs Photos

Single perspective view     vs Multiple prospecting view

34
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Case Study

35

The entire product > narrow protection

A
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Case Study

36

The distinguishing part > broader protection than A

B
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Case Study

37

All colours > broader protection than B

C
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Case Study

38

All materials > broader protection than C

D
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Case Study

39

What else?

E
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Case study: What to file in order to obtain the 
desired protection?

SWATCH S.A. vs. S.M.R. ITALIA S.r.l. - Italy 2007

40
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Community Trade Marks

41
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What is a Community Trade Mark?

42

The CTM system started on 1st April 1996.

A CTM is a trade mark valid everywhere in the EU. 

The CTM system is managed by the OHIM (Office for Harmonization in 
the Internal Market) located in Alicante (Spain).

The authorized professionals, like a Community Trade Mark Attorney, 
can do all the Community trade mark activities online. It is a real 
paperless trade mark.

CTMs can be obtained by direct filing at the OHIM or as an extension
of an  international registration (Madrid system).

A CTM is valid for 10 years starting from the filing date and is always 
renewable. 

As of 31st December 2012 a total of 1,140,253 CTM applications have 
been filed.          
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Community Trade Mark Applications 
Latest OHIM update (31st December 2012)

43

TOTAL: 1,140,253
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Community Trade Mark Applications: 
Top 10 by Country

Latest OHIM update (31st December 2012)

Nr. Country 1996-2012 %

1 United States 201,232 17.57

2 Germany 199,686 17.43

3 United Kingdom 120,118 10.49

4 Italy 89,916 7.85

5 Spain 88,433 7.72

6 France 78,567 6.86

7 Netherlands 39,101 3.41

8 Switzerland 34.409 3.00

9 Japan 27,947 2.44

10 Austria 24,221 2.11

44

Nr. Country 2012

1 Germany 20,074

2 United States 14,099

3 United Kingdom 10,293

4 Italy 8,081

5 Spain 8,055

6 France 7,362

7 Netherlands 3,986

8 Switzerland 3,375

9 Austria 2,897

10 Japan 2,302
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Community Trade Mark Applications: 
Top 10 by Nice Classification

Latest OHIM update (31st December 2012)

45

Nr
° Class 1996-2012 %

1 09 309,327 9.96

2 35 244,088 7.86

3 42 215,936 6.95

4 41 169,374 5.45

5 16 162,044 5.22

6 25 142,837 4.60

7 05 108,671 3.50

8 38 105,346 3.39

9 03 95,355 3.07

10 36 84,898 2.73

Nr
° Class 2012

1 35 29,251

2 09 28,864

3 42 19,733

4 41 18,258

5 25 14,712

6 16 12,427

7 05 10,433

8 38 9,479

9 03 9,409

10 30 8,114
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Advantages (I)

Simple filing procedure

• The filing procedure is simple; a CTM can be obtained by filing a 
single application. 

Low registration fee

• The cost of filing of a CTM application is low and significantly less 
than the sum of single national filings.

Not reserved for EU Member States

• A CTM applicant is not required to have a commercial 
establishment in the EU.

Opposition

• Any opposition will be examined in front of the OHIM in a single
proceeding.

Uniform right in the EU

• The CTM registration protects the owner’s rights in the same way 
in all of the 27 EU countries.

4646



Rapisardi Intellectual Property © - Confidential - 2013 47

Advantages (II)

Customs surveillance 

• The owner of a CTM may with one single application ask for 
Customs surveillance in all of the 27 EU countries.

Cancellation for non-use

• Use of the mark in some member states is enough to avoid 
cancellation for non-use.

Extension of protection

• The protection of a CTM will be automatically extended to new 
member states.

System of seniority

• The CTM system of seniority provides that trade mark owners 
may claim for their CTMs the seniority rights derived from 
national EU trade marks.

4747
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CTM regulations state that, in order to avoid cancellation for non-use, a 
CTM must be genuinely used in the EU.

What is a genuine use in the Community?

Before the ONEL decision (19/12/12)

The use in one single member state was considered genuine use in the 
Community. 

After the ONEL decision (20/12/12) 

In order to assess if the use is sufficient to avoid cancellation for non-
use, it is necessary to take in consideration various aspects (such as the 
characteristics of the relevant market, the nature of the goods and services, the territorial extent and 
the scale of the use as well as the frequency and regularity).

The ratio 

The EU must be intended as a single territory without consideration of 
national borders. 

48

Cancellation for non-use
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On 01/07/13 Croatia will enter the EU.
The existing Community trade mark and design rights will 
automatically extend to Croatia without the payment of additional 
fees.
At the time of accession, existing CTMs may come into conflict with 
earlier rights in Croatia, but take into consideration that:

• Owners of earlier rights in Croatia can not file opposition against 
a CTM application filed before 01/01/13;

• Owners of earlier rights will be able to prohibit the use of 
extended CTMs in Croatia.

Therefore: 
• CTM filed before 01/01/2013 may not be opposed nor declared 

invalid on the basis of a prior Croatian mark;
• CTM filed after 01/01/2013 can be opposed and/or declared 

invalid on the basis of a prior Croatian mark.
Seniority of a national Croatian trade mark and an international trade 
mark extended to Croatia may be claimed into a CTM after 01/07/13.   

49

Extension of Protection:
Croatia Case
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What: the CTM system of seniority provides that CTM owners may 
claim for their CTMs the seniority rights derived from national trade 
marks or international trade marks registered in any EU Countries. 

When: at the filing date, within 2 months from the filing date or after 
the registration of a CTM.

How: simply specifying the data of the national or international 
registration to the OHIM office. The OHIM office may ask for a simple 
copy of the registration if not available on the online database.

50

System of Seniority

50
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System of Seniority:
The De’ Longhi Case

51
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System of Seniority:
The De’ Longhi Case
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System of Seniority:
The De’ Longhi Case
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System of Seniority:
The De’ Longhi Case
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System of Seniority:
The De’ Longhi Case
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System of Seniority:
The De’ Longhi Case
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System of Seniority:
The De’ Longhi Case

CTM (04/10/1999):

WIPO - registration No. 498944 (02/08/1985):

11 National trade marks:

• Bulgaria

• Cyprus

• Czech Republic

• Estonia

• Latvia

• Lithuania

• Malta

• Polond

• Slovakia

• Romania

• Slovenia

• Hungary

• Austria

• Benelux

• Germany

• Spain

• France

• Portugal

• Denmark (05/02/1988) 

• Finland (08/09/1988)

• Greece (04/02/1986)

• 3 in Ireland (11/02/1986)

• Italy (25/03/1985)

• Sweden (11/02/1988)

• 3 in the UK (08/02/86)
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System of Seniority:
Statistics of Community Trade Marks 

58
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Please pay attention to…

Objection: 6.8% on the total applications:

• Objection for wrong classification of products/services: 61%

• Objection for lack of distinctiveness: 33%

• Objection for other issues: 6%

Oppositions due to earlier rights: more than 210,000

59
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How to avoid objection for wrong 
classification of products/services 

USE THE CLASS-HEADING PROPERLY

60
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Case Study:
OHIM Filing Page

61
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Case Study:
OHIM Filing Page
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Case Study:
OHIM Guide
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Case Study:
«i Pad Mini»

64

CTM No.: 11288461 “i Pad Mini”

Class: 9, 38, 42

In the name of: Apple Inc.
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Case Study:
«i Pad Mini»

65
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Case Study:
«i Pad Mini»

66
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Case Study:
«i Pad Mini»

67

Objection:

«The Office has examined your application and has found that the 
classification of the goods and services does not entirely comply with 
Rule 2(2) CTMIR.

Class 9:

The term «prize selection machines» does not allow for proper 
classification and must be further specified.

Please amend the list of goods and services in your application as 
specified above within two months of the notification of this 
communication. If you do not amend the specification, the application 
will be partially rejected.»
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How to avoid official actions 
for lack of distinctiveness

68
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How to overcome official actions 
for lack of distinctiveness

69
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Case Study:
Soft Architecture

70

CTM No.: 8615304 “Soft Architecture”

Class: 11

In the name of: FLOS S.p.A.

Objection for lack of distinctiveness:

• “soft architecture”, composed of English words, is considered 
descriptive since it regards a specific architectural movement.

Overcome with arguments: 

• The architectural movement mentioned “soft architecture” is 
known by a very limited number of persons of a specific and 
restricted field;

• The majority of consumers link “soft architecture” with 
softwares, which is a totally different field from the one of Flos’s
interest.   
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Case Study:
Soft Architecture

71
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Case Study:
Soft Architecture

72
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Case Study:
Soft Architecture

73
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Case Study:
MILKA

74

CTM No.: 31336 “Lilac color”

Class: 30

In the name of: Kraft Foods Schweiz Holding GmbH

Objection for lack of distinctiveness

Overcome with arguments and evidence attesting acquired 
distinctiveness through use 
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Oppositions against 
Community Trade Marks
Latest OHIM update (31st December 2012)

75

ARTICOLO

TOTAL: 210,000
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Oppositions against 
Community Trade Marks
Latest OHIM update (31st December 2012)

76
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How to avoid oppositions

MAKE APPROPRIATE RESEARCH

77
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Community Trade Mark attorney’s support for correct advice

No requirement for a national trade mark registration/application 

• Compared to the International Registration system, the CTM 
system does not require the existence of a 
registration/application in the applicant’s home country.  

Independent registration

• The CTM is independent from any other application or registration. 
On the contrary an international trade mark is linked to the 
national mother application or registration for 5 years (central
attack). 

78

Advantages of CTM vs. 
International Trade Mark (I)

78
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A CTM application is granted in less time than an International Trade 
Mark extended to the EU

• Usually the CTM application is granted in about 8 months (if no 
official action or opposition is raised); the extension to the EU 
through the International Trade Mark is granted in about 18/24 
months. 

This is very important with regard to requests for Customs 
surveillance, as these can only be filed once the trade mark is 
registered. 

Freedom to use the class-heading

79

Advantages of CTM vs. 
International Trade Mark (II)

79
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Madrid Agreement and Protocol 
Concerning the International 

Registration of Marks (I)

80
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Madrid Agreement and Protocol 
Concerning the International 

Registration of Marks (II)

81
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OHIM warning communication

82

“Over the last few years there has been a worrying increase in the 
volume of unsolicited requests for payment being sent to users by 
various kinds of unofficial directories or “registries”. 

Three main types of abuses that OHIM is seeking to guard against:

Unauthorized incorporation of at least one element of our corporate 
identity in offers of service;

The provision of a service similar to the services OHIM provides, 
causing confusion to the user;

Providing an actual service before OHIM without being authorized to do 
so.”
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How to avoid frauds

83

CONTACT YOUR AGENT!
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EU Customs Surveillance

84
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EU Design / EU Trade Mark

The only requirement for filing EU Customs surveillance is being the 
owner of a fully registered EU design or trade mark.

EU design registrations may be obtained:

a. by filing for EU design registration at the OHIM – if no objection is 
made, designs are registered about 2 months after the filing date;

b. also, as of 1st January 2008, by extending an International Design 
to the EU. 

EU trade mark registrations may be obtained:

a. by filing for EU trade mark registration at the OHIM – if no 
objection is made, trademarks are registered about 8 months after 
the filing date;

b. by extending International trade marks (WIPO) according to the 
Madrid Protocol - if no objection is made, trade marks are 
registered about 24 months after the filing date.

85
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Applications

Applications may be submitted to any Customs agency of any EU Country. 

They should include:

1.Details of the EU trade mark/design; 

2.Contact details of the "administrative contact“;

3.Contact details of the “technical contact”;

4.An undertaking to be responsible for any damage caused by actions 
taken in respect of original products;

5.Accurate descriptions of original products (e.g. by means of catalogues, 
digital photos and labels). 

And, where available: 

6.Information on original merchandise flow (usual destinations, means 
of transport, details of importers / exporters, and authorized 
distributors);

7.Information about previous cases of counterfeiting.

86
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Notices/Actions

Should any EU Country Customs authority detect suspicious products, 
such goods are immediately seized; a communication will be sent to 
the "administrative contact", who will confirm whether the products 
are counterfeits.

The products will be seized for 10 working days (extendable by 
request from the "administrative contact" for 10 additional days).

After ascertaining that the goods are counterfeits, relevant steps may 
be taken to obtain their destruction.

87
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Cases at the European Border 

[Data Source: “Results at the EU Border - 2011”, by European Commission, Taxation and Customs Union] 

88
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Articles at the European Border 

[Data Source: “Results at the EU Border - 2011”, by European Commission, Taxation and Customs Union] 

89
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Top Categories by Articles

[Data Source: “Results at the EU Border - 2011”, by European Commission, Taxation and Customs Union] 

90
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Provenance of Goods
according to detained Articles

[Data Source: “Results at the EU Border - 2011”, 
by European Commission, Taxation and Custom Union] 

91
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[Data Source: “Results at the EU Border - 2011”, 
by European Commission, Taxation and Custom Union] 

Infringed IP Rights
in relation to detained Articles
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Using F.A.L.S.T.A.F.F. 
(Fully Automated Logical System Against Forgery Fraud)

The Italian Customs authority has created a Multimedia Database of 
genuine products. The key to achieve the expected results is that the 
Database is contributed by the right-holders.

The Database allows, amongst other functions, comparison of suspect 
products with genuine products.

Customs authorities can interrogate the Database, obtain results in 
real time.

The Database is connected to the Customs Control circuit which 
monitors, in real time, all import and export declarations submitted to 
Customs.

The future?
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Conclusion

Results relating to customs activities on counterfeit and piracy for the 
year 2011 show that the overall number of registered cases increased 
by 15% compared to the previous year. 

As in the 7 previous years, China continued to be the main source of 
counterfeit goods.

As such, EU Customs surveillance has been found to be the most 
effective measure to prevent counterfeits from entering the EU at 
present.

Most importantly, costs are cut by requesting EU Customs 
surveillance, as its cost is only slightly higher than the expenses for  
the same service in one EU country.

EU Customs surveillance also allows, under certain conditions, 
information to be obtained about the so-called "Parallel market".   
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Rapisardi Intellectual Property

Italy
Via Serbelloni, 12 - 20122 Milano

Tel. +39 02 763011 - Fax +39 02 76301300
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4 Lincoln’s Inn Fields – WC2A 3AA London

Tel. +44 (0)20 74302998 – +44 (0)20 74302999
Fax +44 (0)20 74300165

Switzerland
Via Ariosto, 6 – 6901 Lugano
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ありがとうございました

ご質問等ございましたら、下記までお気軽に

お問い合わせください

ＲＹＵＫＡ国際特許事務所

〒163-1522 
東京都新宿区西新宿1-6-1 
新宿エルタワー22階
TEL: 03-5339-6800
FAX: 03-5339-7790 
E-Mail：cases_from_jp@ryuka.com
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