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_FBK Art. 52(1) EPC

(1) “European patents shall be granted for any inventions, in all
fields of technology, provided that they are new, involve an
iInventive step and are susceptible of industrial application.”

» Presence of an inventive step must be assessed by EPO for
each patent application.

» The problem and solution approach was developed as a
method for objective and comprehensible assessment of
inventive step, which method avoids an ex-post-facto analysis
of the prior art.

LigliL
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_r‘BK For the problem and solution approach the following
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steps have to be carried out:

a) ldentify the closest prior art;

b) Assess the technical results (effects) achieved by the claimed
Invention as compared to those results (effects) obtained in
the closest prior art;

c) Define the technical problem to be solved as the object of the
iInvention to achieve these results (effects);

d) Examine whether or not a skilled person having regard to the
relevant prior art would have suggested the claimed technical
features in order to obtain these results (effects) by the
claimed invention.
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_r‘BK a) Closest Prior Art

» Suitable as a starting point for the further development;

» Describes subject-matter conceived for the same purpose as
the claimed invention;

» Mentions same objective or aim as the claimed invention;

> Has most relevant technical features in common with the
claimed invention;

» Requires the minimum structural changes;
» Relates to the same or closely related technical field;

» Subject-matter is of the same type as in the claimed invention,
e.g. compressor piston # engine piston;

» Would have been realistically taken by the skilled person;

J » May also be an old technology.
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_r‘BK b) Assessing the Technical Results
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Comparison of technical results (effects) of the closest prior art
as compared to the claimed invention;

|dentification of functional or structural features in which the
claimed invention differs from the closest prior art, i.e. the
distinquishing features:

Assessment of the technical effect(s) of the
distinquishing features:

Technical effects which obviously do not contribute to the
solution of the object should be disregarded,;

Technical effects may be furnished later (by the applicant),
however, these effects must be derivable from the application.
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c) Formulation of the Objective Technical Problem

The technical problem

IS the modification or adaptation of the closest prior art to
provide the technical effects that the claimed invention
provides over the closest prior art;

may not contain pointers to the solution # ex-post-facto
analysis;

may be different from the problem described in the application
but must be derivable from the application;

may not necessarily be a technical improvement, it can also be
an alternative to a known device which has no technical but
other advantage, e.g. cost effectiveness.

11
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d) Probability that the Distinguishing Features
are suggested

Questions:

Is the claimed invention obvious for the skilled person when

starting from the closest prior art to solve the objective technical
problem?

Combinations of Documents (Disclosures)

Evaluate combinations of the closest prior art with each of the
relevant prior art disclosures individually to see:

A = Does any combination show all features of the claim?

B = |s the combination obvious?

) is it likely that a skilled person combines these
disclosures when seeking a solution to
the objective technical problem?

i) are the disclosures in similar or adjacent
fields of technology?

i) is there any pointer in the disclosures
encouraging the combination thereof?
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—r‘BK C = Is there anything in the prior art as a whole which would have

prompted the skilled person to adapt the closest prior art in
the manner claimed? (could-would-question)

» distinguish between an “artificial” (could) combination of
technical teaching and a realistic (would) combination

» the skilled person to be considered has the skills before the
priority date; especially with regard to the known effects of
the features in the prior art

« the skilled person would combine documents if he expects
an advantage in the sense of the technical object to be
solved

If A, B and C can be answered with “yes”,
= NO Inventive step observed

To confirm an inventive step, all possible combinations

-8 - of documents must be investigated.
February 2013 15
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' the outer surface of the body (6)

Practical Example
(based on Paper B in the European Qualifying Examination 2007)

The independent claim which has to be investigated with regard to
an inventive step by means of the problem and solution approach
reads:

1. Golf ball body (6) made of
translucent material, comprising a
diametric bore (8) and being
configured to receive completely and
to retain a chemiluminescent lightstick
(7) such that it can be exchanged,
characterized in that the diametric
bore (8) ends with an opening (9) on

through which the lightstick (7) can be
inserted and removed.

Novelty and original disclosure are already confirmed.

17




Febru

9
ary

2013

| SARR T (7) DEIECE O EELC T

=51
(2007 F DM HFFFFELHERDBIZE D)

I IL—LIF BERUVRBRFERT7IO—FZERALT, EHEIC
BELTRESNDAINETHS:

FAKIE
BEEARNKT (8)FHL. X#rlaetiit
FRIEDIACRTAVI (T EREIZR
(TANREFTALIIERIN, F1E
DM FTEREINSTILITR—ILEIK
(6)[ZHLVT,

BTGB R [aIA T (8) HVEise A1k (6)
DI ZEI-HVTHO(9)FEFL. Fiic

FEAR BIGER UVARY L L AJBE THB_ L%
b4 A3 )L 7R —)L,

R E R U FER O RR(FBEICHER SN TS,

18




Llo}iL
February 2013

The Prior Art

a) Non exchangeable types

Fig. 1
A chemical luminescent capsule 2 is
embedded in the golf ball. When the

ball is hit, diaphragm 5 is broken
and light is generated.

When needle 102 is inserted, contact

' leaf spring 106 is isolated from battery
105. When needle 102 is pulled, LED-
light is on. The hole for the needle
should be as small as possible for good
ball behaviour.

The lightstick 201 is
embedded in a puck 205 for
Ice-Hockey. Light generation
begins when puck is hit.

D3 also describes use of
lightsticks in hockey-balls for
field hockey. Light lasts for 5
hours.

19
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The Prior Art
b) Exchangeable types

A golf ball body of two halves
which can be assembled and form
a closed receptacle for an LED-
light circuit when screwed together.
When ball is hit, the LED-circuit
emits light for a couple of minutes.
Avoid hitting the golf ball at the
junction of the two shells. Any
suitable light source may be used.

21
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Problem and Solution Approach

a) ldentify the Closest Prior Art

‘\_ S 4
Claim D2 D4
Golf ball body v v - v
Translucent v v v v
Diametric bore - 4 = v
Chemical light v - v any light
v
Lightstick - - v v
.~ Exchangeable - - - v
Bore ends with opening - v - -
on surface of ball
Lightstick can be - - - -
inserted and removed
through opening
Matching 3 4 3
23

= D4 is closest prior art
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I E {< b) Assessing of Technical Results
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The difference between claim 1 and D4 is that the diametric
bore ends with an opening on the outer surface of the golf ball
through which opening the lightstick can pass.

One technical effect of this difference is that a lightstick can be
inserted to and removed from the diametric bore without
needing to open or dismantle the golf ball body.

A second technical effect is that the golf ball body is in one
piece and is more sturdy.

25



I EK b)$ fifr B30 3R 0D &1

Lyg|iL
February 2013

GL—L1EXFDAEDEWNL, FA MR T4y BBET HEREA
RATZOROAN, TILITR—ILDOMNMAREIZHBDENDI S

COHEERTODIDOEMIIRIEX, TILITR—ILEREKZEHIT=Y
DRI HEEL. COEREARRTEEBLTIANRTv %A
L.ZLTHRYNT ZEMTERENNS A

2DHDEMBIHIRITITILIR—ILDEREZ1DDYPEL TR T
o=, FUTAXTHAHELD R

26



I E {< c) The Objective Technical Problem
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d)

Here, the objective technical problem is e. g. the provision of
a golf ball body which is robust and can receive and retain a
chemiluminescent lightstick inside, wherein the lightstick can
easily be exchanged.

Examination whether the modifications of the closest prior art
by the invention were obvious at the priority date of the claim.

Could-would guestion: All prior arts belong to the
same or at least closely related technical field of balls
and pucks used in sports. The balls and pucks are
designed to be hit with a club or the like, and all these
balls or pucks are illuminated.

Any combination of D1 to D3 with D4 would not be an artificial
combination.

27
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Combinations of the Prior Art

Closest prior art D4 alone:

D4

The skilled person would e.g. consider
enlarging the threads to improve robustness
of the ball; a larger diameter of the diametrical
bore (the cavity) may probably be considered
to improve ease of insertion of the lightstick.
However, no indication of an opening in the
ball surface.

D4 + D2

D2 discloses an embedded light source, the
person skilled in the art would not consider it
for solving the problem of easy inserting a
lightstick.

Even if D4 was combined with D2, the skilled
person would learn that the diametric bore of + D2
D2 shall be made as small as possible. This

leads away from a bore adapted to receive a 02
lightstick. With regard to improved —
robustness, D2 can only teach that an
embedded light source is better.
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D4 + D3

D3 relates to light sticks embedded in a
puck or a hockey ball body. The
combination of D4 + D3 may only
encourage that the electric light source
IS replaced by the chemiluminescent
lightstick. An exchange of the lightstick
through an opening in the golf ball
surface is not suggested.

D4 + D1

D1 does not even use a lightstick but
only a non-exchangeable embedded
spherical chemical light source in the
golf ball. Thus, there is no hint on an
opening in the ball surface.

31




Llg |1k
February 2013

D4 + D3
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Result

D4 alone and all possible combinations of D4 with the prior art
according to D1, D2 and D3 fail to suggest a golf ball body with a
diametric bore open to the surface into which a chemiluminescent
lightstick can be inserted and removed.

Therefore, the claim is considered to involve an inventive step.

Both embodiments of the invention Embodiment 1 and
Embodiment 2 are new and inventive; the common concept is the
diametric bore. Fixing of the lightstick is made by press-fit or a
thread connection.
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Practical Example
(Based on T0562/09; a real opposition case)

The attacked claim of the
opposed patent reads:

Method for packaging rolls,
particularly paper web rolls (5), the
method comprising the steps of
taking a roll into a supported position
on a wrapping station (6) and
wrapping onto the roll a paper web
wrapper (1, 1a) or the like material
dispensed by means of at least one
wrapper dispensing station (8) and
dispensing means (9), whereby the
wrapper is wound so as to form either
a centered wrapping or an
overlapping wrapping, characterized
in that the roll (5) is aligned for the
wrapping operation by means of
transferring the wrapping station (6)
laterally in the axial direction of the
roll in regard to the wrapper
dispensing system (8, 9).
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Analysis of the Teaching of the Patent

In the claim it is defined that the paper rolls to be packed are
supported so as to rotate around their axis for wrapping on rollers.

» The wrapper is narrower than the length of the paper roll.

» To cover the whole paper roll with wrapper, the roll is wrapped
in overlapping manner e.g. by repeating the steps of wrapping
and then shifting the paper roll to a new position for wrapping

and wrapping it again etc..

» For the shifting of the paper roll between the wrapping steps
the wrapping station (which rotatably supports the paper roll) is
shifted.

» The claim as well as the patent description did not give any
further details with regard to structure or operation of the
wrapping station.
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The Prior Art D5

US 5,765,340 teaches:

According to the present invention, a roll is wrapped
with a wrap that has a width which does not exceed
the length of the roll. The roll is transferred to the
wrapping station using a transporter and is stopped
using a mechanical positive stop so that a edge of the
cylindrical part of the roll is aligned with a first edge of
the wrapper roll on the wrapping station. When the
roll is stopped, a first layer of wrapping, which may
comprise several rounds of wrapper material, is
wound on the roll. Next, if the length of the roll is
greater than the width of the wrapper, the relative
position of the roll and the wrapper is changed so that
the other edge of the cylindrical part of the roll is
aligned with the other edge of the wrapper roll on the
wrapping station, and a second layer of wrapper is
wound on the roll.

Here: the paper roll is shifted by way of a
transporter which lifts and moves the
paper roll with regard to the wrapping
station (rolls 3)

39
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PE & F fit D5
US 5,765,340 teaches:
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>

D6 describes overlap wrapping of
paper rolls;

It also describes the crimping of

sideways extending wrapper to 14 6

the face of the paper roll with a 16

turnstile device 9, 10; L
)

The text mentions that the
support rolls 15 are moveable in
a controlled manner.
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of the Attacked Claim

Is D5 the closest prior art?

D5 relates to the technical field of wrapping paper rolls. In D5
overlapping wrapping is applied when the wrapper is narrower
than the paper roll's length (column 2, lines 45 to 47). In order to
move the paper roll relatively to the wrapper dispenser,
transporter arranged between the support rollers (column 3, lines
23 to 27 and line 46 to column 4 line 16) is used. D5 is the closest
prior art (D5 has all features of the preamble portion with regard
to the second alternative of claim 1).

A comparison with the subject-matter of claim 1 shows that the
distinguishing feature is that the wrapping station is movable in

regard to the wrapper dispensing system.
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The Technical Effect and the Objective Technical
Problem

Comparing the effect of the subject-matter of claim 1 with the
teaching of D5, one may say that an advantage of the patent is a
simplified positioning of the wrapper with respect to the paper
roll. It does not require lifting and lowering the paper roll for its
axial movement in the wrapping station.

Therefore, the objective technical object underlying the claim is
the provision of a method in which the positioning of the wrapper

with regard to the paper roll is speeded up by avoiding the lifting
and

lowering of the paper roll for its axial movement in the wrapping
station.
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Combination of D5 with D6

D6, which also relates to overlap wrapping, teaches that a
controlled movement of the support rollers is suited to carry out
the axial movement of the paper roll, be it in a wrapping station or
elsewhere.

The skilled person will, therefore, readily replace the transporter
as the moving means in the wrapping station as is used in D5 by
an arrangement which allows the movement of the support rolls in
defined and controlled manner as is described in D6 (col. 2, lines
62 to 64).

As a result, it could be demonstrated by way of a problem and
solution approach that the subject matter of claim 1 lacks an
iInventive step in view of a combination of D5 and D6. It was
sufficient that one of the alternatives in claim 1 was rendered
obvious. 47
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