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Current Situation

527N

Australia has long been considered
a very patent friendly jurisdiction
A—ASYTIEREIZNHTZY
FEFNERFLOTLEELTHIONTET:
* Modest patentability standard
YREF 1 B ZE D LR R ER KO0 H
e Clear and simple court system for enforcement
EEHEMNBAETCERDITENS S
* Relatively modest cost

K& A THEFES M ATHE

* Fairly Affluent market
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Current Situation

527N

However, patentability standard is now seen by
Government and IP Australia as being too low.
LWL G OA -7 EFLEFTY
FEFERENMETZTHER TS

e Inventive step — too low
ESE -1KEITED
e Standard of description — too low

AEHEH -1BEIED
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Change of the Law

REDWIE

Changes to the law will come into force on
15 April, 2013 that increase the level of

iInventive step and toughen up descriptive
requirement.

2013F4 R 158 (ZHiTSN AR IEEIZKY
ESEHEOEEMNT|IZTETFON
I:IE jigﬁ:f)\ H)LL<7:-J~%)
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Inventive Step

E 1%

Inventive step — main areas of change

ESHEICEITHAELRIESR

« Common general knowledge 3£i8— % %08
e Prior art base FiTHfiTH 4
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Common General Knowledge

3@ — AR G

Currently: Inventive step is assessed against a prior art base that

Includes common general knowledge in the relevant art in
Australia

IHIT: ESHEOHIIEIA—RASUTERDLUEED
HE—ARRHEAEEICLI=ATEImIISLTIThNS

2

Change 1. Common general knowledge will no longer be
confined just to that in Australia

IE 1: EHEDHIM A =AU TERNEZITTLL
ERREDITAD LB —MRIMBEEECT D
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Prior Art Base

FATE T

Currently: Documents relative to inventive step must have been
readily “ascertained” (searched for and found) by those working in
the relevant field

IRIT: ESEFIBRIZE O N S A THMT XX ER L
LERENFEZELA-IGELTERL) 2O THIT NI G50

2

Change 2: Remove the requirement that a person would have readily
*ascertained” (searched for and found) any given piece of prior art

Ik 2: TREEL A= 1GRL TR RELE) L O TR T NILE S
ELSEHZHIBR
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Description Requirements

ROE RN

Description requirements - areas of change

EHEHICEAITOIERR

* Level of disclosure in the description
el it

 When description requirements must be met

WOETICAEREHZRADLELHHH
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Level of Disclosure in the Description
5l 7~ D 11 [

Currently: Only necessary to enable one embodiment
within the scope of each claim

T &L —LDEHEANDERFEDIL
191%%)5‘@7 ETHIIE KLY

2

Change 4: Make requirements analogous to those found in
EP, JP, US, which require enabling disclosure
for the whole scope of the claim

RIE 4: EHZRRINPER, RKEIZCEHET

HL—LDEEFE

Shelston @

Intellectual property: mind to

ICENWTERERIREFEEDRRABEIC

-



WOFETICERBELZRADDEN DD

r When disclosure requirements must be met

Currently: It is possible to add matter to a specification after filing,
up until grant to correct any lack of enabling disclosure

W17 Rl DRATRDAELEEZETIET 51=8
MREHEZMASEITHBRTHLEERICLHFETHIAE

<

Change 5: Amendments that add matter not originally disclosed
at filing date are not allowed (apart from when correcting a
clerical error or obvious mistake)

Ik 5: HEERFICHRR SN TULVRWNWEIEZH=ITEMT 5
8 1E (XA B (BB AV RELE L ARRREC (B AY)
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Harmonization of Grounds

EEIE RO —

Harmonization of Grounds

EREROHK—
Novelty Inventive Subject Fair Basis/ Sufficiency Ownership  Usefulness
Step Matter Clarity
R ESE  REAOETE EIEME/EARE FIE=E:

Reexam O—0 O—/0

BEE
Litigaton O —-0 O—O0 O—-0
BTN
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r Summary
FEH

Summary of Major Substantive Changes
FHEBMHREDEED

* Inventive step and description requirements Iin

Australia will increase, to be back in line with
EP, JP, UK, US

74— 7<|~7U7( BlITHESHERELELHEZH%
e . BAR, ZE. KEERICLARNILETEIZEITS
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Procedural Changes

FiRcEHDEE

In addition to substantive changes, the procedural

steps will be tightened up to avoid long delays
deliberately caused by applicant.

HEEANICE AHEDEEHMSISHBELICE - TE

CHOBEZEITA-6H, EEMNEICHAZ., FHE
HICEEENFEINTLNS,
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New Search Fee

I-ICEMSNSHREER

For cases where a Search is not already established at Examination and
where no Search and Examination report is likely during the PCT international
phase or from another Office, IP Australia will charge a Search Fee ~$1400
and Issue a Preliminary Search and Opinion (PSO)

PCTEIREEE S L < (XN EHEOBZETHRENTONTE LT, fE -
BEHREENRITINTULEWNES, RAEERAELELTHA0ORILEFA—XR
SYTHHFFICELDLLETFNEGZLLELBEYELE, AEDHERIITHAE
BLURMEE PSO)ELTHERITEINET,

May Effect: Convention Applications/Direct AU Applications
w2 EI LML HL: A —ANSITADN\)BELFE E—EHFE

Depends on how IP Australia applies these provisions where
“patent family” members exist in other jurisdictions.

XIS EHFENSH DG S [EA —ANS) 7T DHIERIZLS

Will Not Effect: PCT Applications nationalized in AU
HELLLY: PCTRADA—ARIT7ERNBITHEE I
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Change to Examination Procedure

BEEICBITAER A

1) After receiving “Direction to Request Examination”,
Request for Examination needs to be filed within 6 months

BREKRIETZZERE \
ZD 6 AALRIZERFZ kZLAZITNIEGESAL

e

After receiving “Direction”, Request for Examination needs
to be filed within 2 months

BRAEKRIETZZEREE
ZTD2HALAICEERE REZLLEITNIEXGSE0N
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Change to Examination Procedure

BEEBBICHITAERESR

2) Case will lapse unless accepted within 21 months
after 1st Report (OA)

1EH DEEHETEERHEER.
214 B LARIZEF RN Z7E 5 &R 3

e

Case will lapse unless accepted within 12 months
after 1st Report (OA)

1B HDEEHRSETZHIE.
125 B LRI ZEF vl [ 2/R 7R &3
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Change to Examination Procedure

BEEBBICHITAERESR

3) “Modified Examination” is no longer available.
EEEEDFEL
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Changes to Allowable Claims

IL—LDEHICEHTHIEER

4) “Omnibus” claims are no longer permitted
< Ex. as shown in the drawings and described in
the specification...>

ALZNRJL—LHEH NS
<f5. BAfEARXICEESH LRI RLE-BYD...>
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Changes to Opposition Procedure

z\ﬂﬁ$ L/_L—Ci"fﬂ.:éf Faﬂ?'éak%,.“

Changes to Patent Opposition Procedure:

EERALITFHRSICATIOEE:

Australia currently has a Post Acceptance (Allowance)/Pre-Grant
Patent Opposition system.

WEDA—AS)7 DEFRI&/E %A1 EEBRLILTHE

- Has become very slow FFfEI D MBS &S24 o7

- Has become very expensive & NN 5 LS4 o7-

- Open to abuse by Divisional rules HEIHEEELNSIRITIDH S

Shelston @ J
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Changes to Opposition Procedure

z\ﬂq:t L/_L—Ci"fn:éf Fﬁ'd_éjrﬁ '5

Stricter rules will apply regarding extensions of time

and withdrawal of cases

HARRIE R ERY TIFICEILTELY

Shelston %)
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r Changes to Opposition Procedure & Divisional Practice

EEHALITOFRERIVDEILHBICATIEER

Changes to Divisional Practice

DEIHREICEI AER A

Now — Divisionals within the scope of accepted claims can be

filed during opposition
IRFE — BRI Snf=OL—LDEB

#HThHnIL

BB LI CHRREL B HEEA AT AL

Change No divisional applications during opposition period

WIE& - EEBLILTHREAF
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Impact of Change

RIEICLBHEE

These changes will result in different laws
applying, depending on when examination
was requested

1Tk EZE. EBoNERINSAIIE
W DBEBEFRZITOE-MNZEHOTRES
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Impact of Change

RIEIZ kB E

Cases where Examination is requested before the “in-force
date” will operate under old, lower standard of inventive step
for their entire lives

1T H (2013415 B)ETICEEZFE RN THON-HEEIZ(X
Fin RN T ISR 5 F TIRITIE (R ONLESHEREE) 28 A

Cases where Examination is requested after the “in-force
date” will operate under new, higher standard of inventive step
for their entire lives

Me{TH(2013F 48 15H) IRICERF RN ITHN=HFEIZIE
i HAE A T IS HF THIEE (BB ESEE )2 E A
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I What can be done?

In-force date: 15 April, 2013
HE4TH: 2013548158

Consider filing new applications and
Request for Examination well in advance

BHDOPCTERNZITOEELEE
SFUBEERZHEFMOLETT
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Innovation Patent
A/ R— a3 458
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Innovation Patent

A/ R— 3 45EfF

Innovation Patent is similar to the JP utility model
In terms of the process, but slightly more valuable

AI/RN—23 %I TBAROERHELLLRLI-GE
FHRE=DORNITELULTWNSEDOD
FUMMIED S FEFTHHAENZ S
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Innovation Patent

A/ R— 3 45EfF

_ Standard Patents Innovation Patents

Maximum Term 20 years 8 years

FrEF 7 e A ]

= Many technical fields in which the commercial life of invention is

typically less than eight years
LM BFIZB LV TCERBEOEREMIIEESELLT

= Subject matter in Innovation Patent is analogous to
AU Standard Patent and includes method claims
A/RN—2aA U DOFERAD EEDERH
ZERFEFIFIRFT, FIEIL—LEYFEFATRE

Shelston ®) J
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Innovation Patent

A/ R— 3 45EfF

_ Standard Patents Innovation Patents

Examination B & Compulsory 5& il As required HE(ZIHET

“Innovative Step” is much lower level than inventive step
A/ RN—T47 ATVTIFRERFOESELYLHGYEL

If the difference over the prior art makes a substantial contribution to the
working of the invention, then an innovative step is said to exist

FITRMEDEENRBADORRICEEMICEMY 5155
A/ R—T4T RATVTDHEHEHIEENDS I
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Innovation Patent

A/ R— 3 45EfF

_ Standard Patents Innovation Patents

Expedite Grant/Certify 6 months plus 1 - 3 months
BE D& tx/BEH

= Innovation patents “Grant” — in around 1 month
A/ R—a 5T & & I1FETHLIS A

= Not enforceable until certification — at least another 1 — 2 months
BEEBIMHANRDHLSET (RETEILIZ1-27A) ERIITEIZTEGL

Shelston ®) J
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Innovation Patent

A/ R— 3 45EfF

_ Standard Patents Innovation Patents

Opposition Period 3 month post acceptance At any time after
EEALIT %34 H Certification
BEEIARIDOTE
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Scenario 1: Current or Imminent Infringement in Australia

A=AV TICEVWTELEBSERBEOSE TN HLHHE

Standard 24 Innovation 4 /R_R—S 3%

Stan Australian patent application (PCT or Convention)
A—RFZ 7IRESFEFHFE (PCTHEEABLLIE, N EHY)

File divisional application for innovation patent
Infringement 4 with claims tailored for infringement
Identified or Predicted B REICHR TEALIWIELIZIL—LT
HEtRETMHR A IR—L A EHRBOI=HDHEIHFEETS

HLL<IEF 3R \

Undertake “Certification” process (around 3 months to complete)
BEAIDGERZITO (F93Hh A TEEIAIXTET)

v

Begin negotiation/enforcement proceedings using
the certified Innovation patent (8 year term)

BEASNI=A/RN—2a  FFeE o THEMDITRE PR B ZERIE

(A /N— 3 HEF DT fHAR [ 8 4F)
3 Standard Australian patent (20 . r term)
— RIS T (IR 20 &) |
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Scenario 2: Possible Future Infringement in Australia

BEA—RASVTZICEVWTRESN LA REIENHHES

Standard Z#ERETF Innovation 4 /R—>a %8
Stand- Australian patent application (P T or Convention)
A—REZU TR HFE (PCTHEABLLIE/ N D)

shortly after filing standard patent application
RERHZHBLTICA/RN—2 3V BE RGN -0 DA EHFEZ1TD

Wait and see
BFzR5
Infringement

Identified or Predicted Amend innovation application to tailor claims for identified infringement ]

hE S S pesn B EEISHINTESL SV L —LEHHIE
LLCET B <

Undertake “Certification” process (around 3 months to complete) !
[EEEEA I DFERZEITD (¥ 3 WA TEERARAIFTET)

N

Begin negotiation/enforcement proceedings using
the certified Innovation patent (8 year term)
BRIBAIN A /RXA—23 FHFZE->THEN DITRE PR SZEMIE
(A /R— 345 D IF#EAAR (& 8 £F)

I File divisional application for innovation patent ]

- Standard Australian patent (20 o r term)
—ZAMSUTRERET (FrET i 20 §)
Shelston ®)
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Scenario 3: Minimise Patenting Costs in Australia

F—RARSV7 OFFRFARNER/DMRICHZ LGS

St ne ard Australian patent application (P g r Convention)
RS 7ABHENS R (PCTRABLLIE S %) ]

I Convert the standard application to innovation application ]

SERETHREZ A/ N—S 3 SR HFEIC R Y S

Wait and see

BFERS

I : Amend innovation application to tailor claims for identified infringement
|dentified or Predicteg i o .
hE S s L pesn B REISHEL T/ ARN—S 3 FFHEED VL —LEHIES 5

£ L<IZF 8 @

Undertake “Certification” process (around 3 months to complete)
[EERAIDFEREITD (¥93H A TERELBAISET)

~

’. Begin negotiation/enforcement proceedings
using the certified innovation patent
BEMAIN A/ R—2 3 5 a2 #EST
| HEEAE D ITE DR B EIEDD
Shelston ®) =
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Patent Litigation in Australia
F—RALS)T DFFEFERERDEIF

Shelston @
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I— Patent Litigation in Australia

F—ANZUT7 DFFEFRBDRF

Statistics (Approximately/Annually)
et (BFEEBLE/ER)

Patent Applications filed/4%sF H 8: 25,0004
Granted/4F&5 & k: 19,0004

Opposition/E:FFR I (FEAENS3HA): 1504 (< 1%)
Disputes/{%4#: 1,000

(anecdotal 5% proceeding litigation: 55 iFEAIZHEL D (££95%)
IP Litigation cases/&NB4EFEA: 504

Shelston ®) J
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r

Patent Litigation in Australia
F—ARSUT DFFEFERLADEH

Percentage of Innovation Patents in AU
A—RARSVTIZEITHA/RA—3VF5DEIE

Shelston %)
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190 of all patent filings in AU

TARTOFHFHEDHL
A/ R—23 %5 FHEDEIE(E1%

6% of all patent litigations in AU

TARTOFHFFLRDS>E
A/R— 3 % BT B ERERIL6%



I— Patent Litigation in Australia

A—ALS) 7 DYFEFERBNDEF
Filed BT 72 BF

-I-

Mech.
Eng.
Others B IE

ZF 0t 24%
37%

Chemistry

Y=
Pharma. 15%

gl  Civil Eng
9% | ETARIZE
15%

Shelston J
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I— Patent Litigation in Australia

F—RRS)T7 DFFEFERERDEIF

Issues Fm

Inventive Step
HE S 50%

FARTE 40%

Shelston
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Patent Litigation in Australia

F—ANS)7 DFFEFERALDRF

Outcomes F—F PEERE

R 859% Settle ¥If

If not settled in 10m,
unlikely to settle
N (100 B LIRIZFIfEL WS 41%
Litigation [ZIFFNRRICIEESLLY) No Appeal
Cases PesREd
SRS\ 2D
nﬁnA%‘q: 150
Decision on Merits

3%

Decision by Judge Decision by Appeal Judges

I LI PR ELE QLI

IP Australia Patent owner wholly or Patent owner wholly or

Statistics:

IPRIA (Weatherall et al.) partly successful 62 partly successful

FrEFER DS E B % WHEE DL EBER
Shelston @ B UL IEER 7 BB B HLLITEH IR
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About Australia IP and Shelston

A—RAES)T7HEHFTE
ST ILARVIPDFEAN:

Shelston
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Australia

IP Australia (Canberra)|.
AR PSR Shelston )
(BEx v ~J)

No. of Examiner:

BEBH 1= % T s o —
About 200 for patents v | o f_ s
MEEASEAE #9200 | HAAT T T,
About 110 for TMs b L =gy ®
EIZEAE 1104 il 2
Australian Government U
Shelston [Pl J
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Shelston IP

Established: 1859 (the oldest IP firm in Australia)
BXAL: 1859%F (—ALSUT7 Tt DFFEFSE )

Offices: Sydney, Brisbane, Newcastle, Auckland (NZ2)
AI74R: VRZ— TYARY  Za—hvR )L,
A—H5UR(Z2a—S—5UR)

Member: About 120 including 43 attorneys

FT&: 91204 (53 1434)

Services: Patents, Trademarks, Designs, Renewals,
Litigation, Searching, Domain, Plant Breeder's Rights
BYFNRE: 57, BR. BE. FEEHE.

ERER. BB AL ERBIEGE

Industry: Biotechnology, Pharmaceuticals, Medical
Devices, Chemistry, Electronic, IT, Mechanics,
Mechanical/Civil/Mining Engineering

DE AT /O0— WE, EREE. LF.
BR. FEHREE. B, BB IZ. A2, LT FGE
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Thank you !

ANY QUESTIONS?

Shelston J
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I_ HYMESITTVELT:

CHEFISWELZL, TERFTHEREIC
SRINEHhELIZSL

s

Jinl

anj

RYUKAEFRYFEFSEFEPT
T 163-1522

RN TE XAEHE1-6-1
HEIILIT—228

TEL: 03-5339-6800

FAX: 03-5339-7790

E-Mail: cases.from.jp@ryuka.com
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