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European Prosecution Process
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Entering European Regional Phase - EPO is ISA
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Time  until  grant  (by countries)
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PACE  Accelerated Pprosecution -Facts

• "PACE“: Program for accelerated prosecution of European patent 
applications

• Accelerated applications to be examined within ~ 3 years (EP Appl.) / 
~ 3,5 years (Euro-PCT)  as opposed to the average of around ~ 5.5 
years (2012)

• PACE requests not published and excluded from file inspection. 

• Rate for PACE requests is around 6 to 7% (for 2010 and 2011) 

PACE Requests

PACE Search PACE Examination 
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First Filing European Patent Application - Claiming no Priority

• Accelerated search is obligatory (if claiming priority is waived) 

• request not mandatory
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• Written request is needed

• Issue of Extended European Search Report  as soon as possible 
(no time frame can be given)
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European Regional Phase - EPO not  ISA

• Accelerating supplementary searches of Euro-PCT applications

•Request to accelerate European Supplementary Search to be filed along 
with request to enter European Regional Phase

PACE Acc. Search (Euro-PCT  not  ISA)
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• EPO provides the Supplementary Search Report  as soon as possible 
(no time frame can be given)
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Request possible at any time after filing Examination request

• written request 

• no reasons required

• no official fees

PACE accelerated Examination 

When requested, EPO makes every effort to issue the first 
Examination Communication within three months 

• from any substantial response to the EPO or
• from the request for accelerated examination
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European Regional Phase

•Request preferred upon entry into the European phase

•PACE request as soon as examination is bindingly requested

•If requested on entry into the European phase, PACE covers 
formalities examination, the supplementary European search and 
substantive examination

PACE Accelerated Examination 
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• Responses to office actions need to be within the time limit 
(usually 4 months) and have to cover all the objections raised. 

• Requests for any extensions of time will result in the immediate 
removal of the case from the fast track.

• Generally , no restriction on the number of PACE requests

 but number of cases with accelerated prosecution is restricted 
for one applicant 

selection by the Applicant possible

PACE  Requirements
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European Regional Phase - EPO not  ISA

• Examination usually requested before issue of supplementary search report 

• Then, invitation under Rule 70(2) EPC is issued  where applicant needs to 
state whether he wishes to proceed further with the application.

Waiving Invitation Under Rule 70(2) EPC
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Option: Waiving invitation of Rule 70(2) EPC when entering regional phase

examination is bindingly requested at entry into EP regional phase

 European search report is issued together with a first “normal”
Examination report instead of usual search opinion only. 

 A prompt and full response from the applicant then ensures that the 
proceedings can continue quickly.

 one exchange less between the Applicant and EPO 

!!! Time to file divisional application starts earlier!!!
2 years from issue date of normal Examination report.

Waiving  Invitation under Rule 70(2) EPC 
(consequences )
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• Shortly after filing an EP regional phase, the EPO issues a
communication under Rules 161/162 EPC. 

EPO is ISA
• Applicant is requested to file new set of claims (and amended 
description) and argumentation as a normal response to Office action.

EPO is not  ISA 
• Applicant is requested to file new set of claims which form the basis

of a supplementary European search.

Waiving right  related to communication 
under Rules 161/162 EPC 
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Waiving right  related to communication 
under Rules 161/162 EPC

Time limit is six month. EPO will further process the application not before
the six-month time limit has expired.

Solution:  explicitly waiving the right to receive communication 
under Rules 161/ 162 EPC.

 Supplementary European search or examination is started without 
having to wait until the time limit under Rule 161/162 EPC expires
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Waiving right  related to communication 
under Rules 161/162 EPC (Requirements)

•Entering the regional phase with amended claims, if wished

•Explicitely  waiving right to communication under Rules 161/162 EPC

• Paying claims fees due for the number of claims

EPO is ISA

• filing amendments or corrections in response to any substantial 
communication in the international phase

EPO is not ISA

• filing amended claims which form the basis of supplementary 
European search, if desired
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Waiving right related to communication 
under Rules 161/162  EPC (Result)

 Start of supplementary European search or examination without 
having to wait until the time limit under Rule 161 EPC expires

 all above requirement have to be met,  otherwise a Rule 161/162 
communication will be issued
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•EPO has PPH Programmes with USPTO and JPO.

• for an application where claims are determined to be patentable by one 
office to have a corresponding application filed in another office 
examined on fast track.

Patent Prosecution Highway (PPH) 
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•Same priority/filing date for EP application and the corresponding 
JP/US  application 

•at least one claim is indicated by the JPO/USPTO to be 
patentable/allowable

•The claims must be provided to sufficiently correspond to the 
patentable/allowable claims in the corresponding application

•Examination of the EP application for which participation in the PPH 
pilot program is requested has not yet  begun.

PPH Requirements
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• Submit a written request
• File a declaration of claims correspondence (checkmark)
• Submit copies of 

 Allowable claims 
 All office actions for the application containing the allowable 

claims that are the basis for the request 
 Translations thereof into one of the EPO official languages
All non patent documents cited in the office actions.

One opportunity to correct any deficiencies in the request

Once request for PPH has been granted, EP application will be processed as 
PACE accelerated examination.

PPH required documents
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• Translation costs 

• No better than normal PACE accelerated examination 

• Risky when requested prior to a supplementary European search

Disadvantages of PPH
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• copy of the search results issued by foreign office when foreign priority 
is claimed 

•At filing date or entry into regional phase or 
•as soon as available

•If not provided at EP regional Phase entry, Invitation to provide, within a 
period of two months,  any information on prior art taken into 
consideration in patent proceedings , if available
Delays examination process

applicants will be exempted from filing a copy of the search results if 
priority of a first application is claimed from either 
- Austria, 
- Japan, 
- South Korea,
- UK or 
- USA.

Early Providing  of Search results 
from other Offices (Rule 141 EPC) 
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Informal Measures
Avoiding any merely Formal communications from the EPO

Before search (filing amended set of claims):

•Make clear application is complete

•Indicating support of amended features in the original filed Application

•clear and concise set of claims

•Avoid lack of unity

•In order to avoid an incomplete search, limiting the scope of the search
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Informal Measures

After first Examination report:

•adding reference numerals to the claims

•identifying all cited prior art in the description 

•Adapt description to the new set of claims

trying to achieve a telephone interview with the responsible Examiner
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Summary  for accelerated proceedings

On entry EP Regional Phase

In addition to required information about International proceedings

-Provide Amended set of claims for EP proceedings

-Provide indication of support in the description of original filed application

-Explicitly Waive right under Rule 161 EPC and/or Art 70(2)

-Requesting PACE for accelerated Examination 
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• Costs are incurred more quickly, particularly grant and validation 
costs. 

• After grant, requirement to pay European maintenance fees is 
replaced by national renewal fees 
 more expensive depending on the number of countries

(probably about three or more).

• Open to attacks in opposition proceedings

Disadvantages of Accelerated Prosecution
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Delaying Prosecution

pending application allow for amendments of claims  (e.g. in the 
event of relevant prior art or a potential infringement coming to 
light). 

• Not waiving rights Rules 70(2) and 161 EPC.

• Extensions of time for responding Office Actions are usually  
possible at least once. 

• After decision to grant (Comm. Acc. Rule 71(3) EPC) a slight  
amendment in claims will cause another issuance of decision to 
grant or a fallback into Examination proceedings.
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Branching off a German utility model from a pending EP application 
can provide reasonable protection at low costs. 

German utility model provide enforceable IP right in a short timeframe. 
Infringement proceedings with same remedies as in patent litigation, i.e. 
injunctions (including interim injunctions), damages, seizure and 
destruction.

Decision to grant is regarded as proof for validity of claims when used 
for preliminary injunction of German Utility Model. 

Utility models with similar possibilities in Spain, Hungary, Poland, 
Turkey, Austria, Belgium, Czech Republic, Denmark, Estonia, Finland, 
Portugal, Slovakia

Delaying after decision to grant



Claim number reduction
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Introduction
Restricting number of claims

Purpose: 

• Avoiding claim fees
16. – 50. claim : 225,- Euro/Claim
From 51. claim: 555,- Euro /Claim 

Claim fee calculated 

- by the number of initially filed claims (first filing) , or 
- By the number of claims at entry into regional phase 
(or as submitted in response to communication pursuant to Rule 161 EPC)

• Accelerating examining proceedings

Mainly due to  avoiding risk for lack of clarity
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European search and Examination

Set of claims form the basis for subject-matters to be searched in 

- European Search (EP first applications)

- International Searches where EPO is ISA

- Supplementary European Searches (EPO is not ISA)

claims to be granted must not relate to subject-matter not searched

1. Apparatus comprising feature A, feature B and feature C. 

2. Apparatus according to claim 1 further comprising feature D. 

Description discloses feature combination B + C + D  

 feature combination B + C + D is unsearched subject-matter 



www.firm-ip.de

European search and Examination

Unsearched subject-matter CANNOT be the basis for a claim amendment 
in a later stage of Examination proceedings

Risky when not all relevant subject-matters are reflected in the claims

Unsearched subject-matter can only  be further prosecuted in a divisional 
application

However, watch time limit for filing Divisional application
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General Rules for setting up EP claims

• Multiple dependencies are allowed 

• Alternatives can be claimed in a single claim 

• Only one independent claim per category

• means plus function is allowed and preferred 
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Building Claims for initial draft

Multi-dependency is allowed

all subclaims should be made dependent on any preceding claims unless 
claims contradicting each other 

 Restriction of dependency is always possible during Examination. 

Example:

1. Device according to claim 1, wherein the housing is made of steel. 

2.   Device according to claim 2,wherein the housing has a stepped surface. 

Generally, not possible to limit claim 1 with the stepped surface of claim 3 
without also limiting claim 1 to the material of steel for the housing. 
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Building Claims for initial draft 
Bring several subclaims into one claim 

Using words “preferably” and “particularly” to include optional embodiments 
in claims 

”Alloy according to any of the claims 1 to 4 …. containing carbon in an 
amount of 1 - 15%, preferably 4 - 12%, more preferably 7 - 10%, still more 
preferably 8 - 9% and particularly 8,6%”

”Device according to any of the claims 1 to 4 …. Comprising a mounting 
element, particularly including threaded screw holes, wherein the mounting 
element has a connecting surface, particularly  with a rectangular shape,…”

European Search considers the optional embodiments. 

However, objection of ambiguity can be expected to be handled in Examination 
proceedings



www.firm-ip.de

Building Claims for initial draft 
Combine limitation of the same level into one claim 

Using conjunctions “and/or” and “at least one of…., and…” to include 
combined and optional embodiments in claims 

European Search considers the optional embodiments. 

However, too many “and/or” combinations of features in one claim might be 
regarded as unclear as it renders the subject-matters to be protected 
obscure. 

Limit to 3 “and/or”

Use description to clarify
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Building Claims for initial draft 
One independent claim per category

more than one independent claim per category is admissible only in 
exceptional cases, 

•interrelated products  (Plug and connector, Intermediate and final 
chemical product )
•different uses of a product or apparatus  (several medical uses of a 
product) 
•alternative solutions to a particular problem 

•Requirement: One single claim in one category to be drafted broadly

no claims with language variations needed to express the same technical 
idea
But different wording should be included in the description. 
“In other words,….” etc.
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Building Claims for initial draft 
Claims only with relevant limitations

Subclaims should contain only  essential limitations  providing an 
(functional) interaction with previously introduced limitations 
and which provide a more specific embodiment.

Example: 
1. Device comprising an electronic circuit, the electronic circuit 
having an amplifier stage, a filter stage…. 

2. Device according to claim 1, wherein the electronic circuit is 
accommodated in a housing. 
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Building Claims for initial draft 
Means plus function

means plus function allows high abstraction level. 

For matter of search a further specification of means plus 
function in subclaims is usually not necessary as long as multiple 
examples are given in the description. 

Example: 
1. Device according to claim 1, wherein mounting means for 
mounting the casing to the rod. 

2. Device according to claim 2, wherein the mounting means 
comprises at least one of a screw, a clamp, and a rivet.
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Amendments for entering EP regional phase

Amendments of claims allowed for entering EP Regional Phase and after 
notification pursuant to Rule 161 EPC

Problem:

No new subject-matter can be added

Danger of unintentionally extending beyond original disclosure which 
can lead to inescapable trap in opposition proceedings or in nullity trial

Search is limited to amended claims 

Claims can be restricted during further Examination only to searched 
matter
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Amendments for entering EP regional phase

Condensing into multi-dependent claims  where possible

• very dangerous to change to multiple dependencies

•Combination of features must not form new subject-matter 

•Additional subject-matter is Not allowed if not explicitly disclosed  
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Amendments for entering EP regional phase
Condensing several subclaims  into one  as  alternatives

Case 1: Same hierarchy level

1. Device comprising a housing and ….

2. Device according to claim 1, where the housing is made of copper.

3. Device according to claim 1, where the housing is made of aluminum.

Device according to claim 1, where the housing is made of copper or 
aluminum.

Also possible for many alternative embodiments!
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Amendments for entering EP regional phase
Case 2: depending features

1. Device comprising a housing and …..

2. Device according to claim 1, where the housing has a cylindrical body.

3. Device according to claim 1, where the housing has openings at the end 
faces of the cylindrical body.

Device according to claim 1, where the housing has a cylindrical body, 
wherein the housing has openings at the end faces of the cylindrical body.

+
Description : The housing may have a cylindrical body. More specifically, 
the housing may have openings at the end faces of the cylindrical body.
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Amendments for entering EP regional phase
Case 3: Independent features

1.Device comprising a housing and a an electrical machine included in the 
housing….
2.    Device according to claim 1, wherein the housing has a cylindrical body.
3.Device according to claim 1, wherein the electrical machine is a 
synchronous motor. 

Device according to claim 1, wherein the housing has a cylindrical body 
and/or wherein the electrical machine include a synchronous motor. 

+
Description: The housing may have a cylindrical body. Alternatively or 
additionally , the electrical machine may include a synchronous motor.
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Amendments for entering EP regional phase
Case 4: interrelated features

1. Device comprising a housing and an electrical machine included in the 
housing….
2. Device according to claim 1, wherein the housing comprises  a cup-shaped 
portion holding a first end of a rotor shaft.
3. Device according to claim 1 or 2, wherein the housing comprises a lid cover 
portion holding a second end of a rotor shaft. 

Device according to claim 1, wherein the housing comprises a cup-shaped 
portion holding a first end of a rotor shaft and/or a lid cover portion 
holding a second end of a rotor shaft. 

+
Description :  The housing may comprise a cup-shaped portion holding a first 
end of a rotor shaft. Alternatively or additionally , the housing may comprise 
a lid cover portion holding a second end of a rotor shaft. 
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Amendments for entering EP regional phase

Cancelling further independent claim(s) in a same category, where 
possible 

No different claim language for the same subject-matter needed. 

Adaptation of claim language possible in the Examination proceedings as 
disclosed in description.

Copy additional independent claims into the description
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Amendments for entering EP regional phase

Means plus function

means plus function allows high abstraction level. 

For matter of search a further specification of means plus function in 
subclaims is usually not necessary as long as examples are given in the 
description. 

Example: 
1. Device according to claim 1, wherein mounting means are provided for 
mounting the casing to the rod. 

2. Device according to claim 2, wherein the mounting means comprises at 
least one of a screw, a clamp, and a rivet.

Claim 2 can be copied into the description and cancelled
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