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. Why you need an opinion
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A Litigation Opinion serves as insurance policy
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Enhanced damages (up to 3X)

Willful infringement > + Attorney fees
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Patent opinions have:

- legal requirements Willful infringement
- reliance on opinion % [
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A Litigation Opinion is needed if risk of litigation is higher
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e.g. - Large number of accused products were sold for many years.
- Patentee has a substantial litigation history (e.g., an NPE).
Then, the assertion is more serious.
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e A Litigation Opinion further helps in
- deciding how to resolve assertions, and
- assigning a budget to respond to an infringement assertion
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A Business Opinion helps business decisions
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e In-house patent personnel can be too conservative because
- they are more concerned about making a mistake. Their primary concern is often to
protect their career.
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Therefore, IP risks should be evaluated by an objective, impartial, outside attorney.
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Il. Requirements for Litigation Opinions
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Burden of Proof 1. GEBAEE
Materials Considered 2. FEEF

Claim Construction 3. JL— LR
Analysis A

Reliance 5. EEEEA DKL



If an opinion lacks one of the required elements, it is useless.
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Different opinions have different requirements.
Non-infringement opinion
Invalidity opinion
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Make sure the opinion has all of the required elements.
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1. An opinion must recite correct burden of proof
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Opinion Type Burden of Proof
e ROEE REEARE
Invalidity Clear & Convincing
BNEES BAR M DERIG D DD
Non-infringement Preponderance
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If it does not recite the correct burden of proof:
= Possibly incompetent (i.e., inadmissible)
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There are many different standards of proof in the U.S.
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Invalidity
Less Evidence ﬁ?ﬂ] More Evidence
SERLD 2D Clear & Cor;\‘/'irlgng SFLD 2N %
Scintilla BARMNDEREF N
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Preponderance Beyond a Reasonable
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2. Materials Considered

MREEH

The opinion must show reliance on the correct documents
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Opinion Type “Materials Considered” must include
SERDEE TROEHI DA
Invalidity a. File history @&
R b. Priorart  FEATH

File history B
Technical documents concerning the product
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Non-infringement

FEE
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3. An opinion must include a claim construction section
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Non-infringement

FEEE

Opinion Type Claim Construction
wERDER IL—LEIR
In\gllt;]ity a. Showing how the attorney construed the claims
II\\I}‘
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b. Court ruling, if the patent was already construed by the court
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4. An Opinion must include an analysis section
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Opinion Type Required Analysis Claims Considered
EEEDER WIS BEtshdIL—L4
a. Claim chart concerning the prior art
Invalidity EITEMD I —LFv—b Every claim
3 a. For anticipation and obviousness £I7L—L4

Non-infringement

FREF

a.

d.

Claim chart concerning the accused product
BWEHRDIL—LFv—b
Doctrine of Equivalents

¥R

Every independent claim

EMIIL—L
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Claim chart must show:
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1. Analysis of each element of each claim; and
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2. Comparison of each element to:

FERELUTEDHE:
- the prior art, or - SRR, =&

- the accused product - S G
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An Obviousness analysis must include the following John Deere factors:
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1. Determine scope and content of the prior art;
FEITRMOEBERELIVHNERZTHTE
2. Determine the differences between the claim and the prior art;
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3. Determine the level of ordinary skill in the art;
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4. Determine the Secondary factors of non-obviousness, such as:
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commercial success long felt but unresolved need
EE3:0173%)] REMRINTLVEN=—X
failure of others - teaching away by others
ILPNOPEES tAIZLSHEEER
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The Doctrine of Equivalents
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A non-infringement opinion must consider the Doctrine of Equivalents.
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A Doctrine of Equivalents analysis must:
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1. identify and analyze
- function, way and result of a claim element; and

IU—LEBERDWEE. AEBLUOMRZHE - 7L,
2. analyze the accused product to determine whether it
BHEHBNLUTIZHEZ20ERTLTVSRELH S
- performs a substantially different function,
EEMICREL DA
- in a substantially different way,
EERICREGDTTIETHIEL.

- to achieve a substantially different result.
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5. The opinion must be relied upon
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Namely, the opinion must be
provided and explained to an appropriate business person with decision
making authority.
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Without this, the opinion is ineffective.
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lll. “Business Opinions” for business decisions
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Starting with a business opinion and converting to it to a litigation opinion
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Business opinions are made for business decisions, not for litigation.
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Much less expensive

YN b i

. o Convertible
Business Opinion [ Litigation Opinion
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e Conversion only costs the fee difference.
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e When risks increase, we can quickly convert a business opinion into a litigation opinion.
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Summary - Required Elements of Litigation Opinions
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Requirements

B2

Invalidity Opinion

MmNk E

Non-infringement Opinion

FEEFETEE

Claim to be addressed

RY EFHIL—L4

All claims

2IL—L

All Independent claims only

EMIIL—LDH

Burden of Proof

AEBARE

Clear and Convincing

BB DEBRFINNHS

Preponderance of Evidence

AEHLOD i

Materials Considered

STEEE R

a.

File History =k

b.  Priorart

FATRAM

b.

Technical documents of the product

S D B 7 SRR

Claim Construction

I — LR

Court rulings (if previously construed) or From File History & Written Description

FHIFT DR (LIATISEFRRBHIFT IS L OBMER T TLDIES)

Analysis

o

Compare claims to the prior art
IU—LERTRIMEDLLER
Obviousness Analysis (John Deere factors)

JEEBATE (John DeereMEXK)

Compare claims to the product
IU—LERRED LR
Doctrine of Equivalents

) ER

Establishing Reliance

IKMDERTE

Business decision makers must rely on the opinion

BEEITERILIIESRRABERRESE
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- How RYUKA can help -

RYUKAIZ &K B H7R—
Opinions
TR ES
Assertions: defense and negotiation
HEFERED IR HEEIURSE
Litigation: representation and advice
Hi/NE R R\ VA 74
Internal investigations (re: non-infringement and invalidity)
NEERE GERESLCEDMEICEALT)
Patent divestment/monetization planning (to generate revenue)
YFEFRH  IRALADT =07 IRBEEHHT D)
Discovery: assistance and advice
TARNN)— TORRE LUV TRNLR
Licensing: negotlatlon draftlng and advice

AT K5 BEERBELUTRENAMR
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