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Disclaimer

These are personal suggestions and not official recommendations from any

Japanese |IP association.
= AZ2= €2 XNATA 2t &3]0 Z4A] ANJt Otel JHeI Aol X et LICE.

This information is provided for general informational purposes only and is
not intended as legal advice. Because every case is unique, readers should
refrain from acting solely based on this information without consulting their
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The law is constantly evolving, and this information may not be updated with
every development. The mere presentation of this information does not
create an attorney-client relationship with RYUKA & PARTNERS. We
expressly and entirely disclaim any liability for this information.
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2uggestion 1.
Claiming a system having a web server and
a terminal

Servers in the U.S.

User Terminals in Japan

Het1: &8 Ao @2 IS 5ol AIAES] E+

Traditional Issue: z== =x=

No single entity provides both the
server and the terminals. xuie o=

S2e F=HIL MSotAl &5

= divided infringement
(no infringement

=

SZEHZ 2F3=E 0 HIZoH 2.
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FC2 inc. of the US was held to infringe a Japanese

patent although they provided services from a US

server. 0l=2 FC2= 0= MHOUIM MEBIAE HSHSUHE 2ot L&
SolE &doligt A2 2H=FE/USLICH

OH

Servers in the U.S.

Dwango v. FC2.
The Supreme Court,
March 3, 2025

Machine Translation of the Decision

Patent No. 6526304

(Dwango CH FC2, 2= X DI B4, 2025 32 32, 5] H65263045)
User Terminals in Japan

www.ryuka.com  wihFecviion .


https://drive.google.com/file/d/1wSqaYwCOPixL5otSvFYO1qbkOABMckX0/view?usp=drive_link

Reasoning 1:

The system was produced when the terminal
accessed the server

019 1: LIt MBI O Z=ots A B A AIARO0| “M A E.

When the terminal received files from the server, the server
and terminal were connected, and the claimed functions,
which overlays user comments on the video in the browser of
the user terminal, were realized.

2 ABHESRH MHE S =40tH A S0 BEE D, AAEXL S8 B2 K 0lA
S3Y0 AIEA H== 2B 0lots E+ JIS0l &8 E

The claimed system was “produced” at this point.

Ol M, AIAESO0l datel A= .

www.ryuka.com www.ryuka.com 6



Reasoning 2:
The system was produced in Japan

OlF 2: AIAEI2 LE=0lA MaHE.

Servers in t US. The essential functions of the terminal were

created in Japan.
ctd Do sy IS0l 22 UM FEEAS

We suggest filing JP applications for Web
Content Data Content Data service inventions.
dAMBlA 20 Uolde 22 28 dEe
B .. | | 98 * Other factors: Japanese patents may apply to overseas
m M servers
User Terminals in Japan * Other suggestions: AIPLA Publication

www.ryuka.com 7


https://www.ryuka.com/en/news/ip-news/patents/25177/
https://www.ryuka.com/en/news/ip-news/patents/25177/
https://www.aipla.org/innovate/japanese-patent-covered-a-us-server---the-ip-high-court-(iphc)-en-banc-decision

Suggestion 2: Converting process claims to

“method for producing” claims
MO 2: “2H (method)” &S “M AR (method for producing)” 712 & &
Because a mere process claim does not extend to the products made by that process,

unlike USC 271 (g).

t=gt 88 F 2= USC271(g)t €2l e SE0l 2ol =0 MS0= HSEHA @I 2

o

ex. “Method for grindi

ex."scl 2HE Altots 2&" ECE

i}

ng glass surface” or “method for welding”

I
ke a.*

OII

— Convert to “method for producing” style

to cover the products made by that method.

— Importing the products also infringes the patent.

‘RY UKA-



Mere process claims are often not regarded as “method
for producing a product”

Chteot SE EH= S "MS da HH"O2 25X 28

“The invention is directed to a cutting method of a street manhole, which is a cutting method, but not

a method for producing a product” H16(Ne)4518 (Tokyo High Court, Feb 24, 2005) "= Zgie 215{2| HEo| =t
SHH O ZHEH HOE, MEH SHHO|XICH HIZS MAGHS 2HS OFLICH" H16(Ne)4518 (S 2 DS, 20051 22 242)

“To be qualified as a product, which is to be produced by a method-for-producing, the product should
be separately sold.” "ssr stgioz matgle HZ02 UAS 25| oM HES HE 2 BHOHOHOE B0

“The claimed subject is only a part of a product, and therefore, the claim is not considered as a

method for producing a particular product.”  H15(Wa)860 (Osaka D. Ct., April 27, 2004) "& & {2 HIZ2
ALl WO|DZ SN HES MAlsts HBOZ 2= X &=CF" H15(Wa)860 (2 A D. Ct., 200413 48 272)

“A method-of-producing claim should change chemical or physical characteristics or forms”
H13(Wa)3764 (Tokyo D. Ct., November 26, 2003) "& & MA S22 3N T 2elH SHOIL NS HAH0F 8tC."
H13(Wa)3764 (Tokyo D. Ct., 2003 112 262!)

‘RY UKA-



Suggestions to be considered as “method for
producing” claims -us zx 52202 2200 2 ne

Explicitly say “method for producing a product.”
e

A

A
w9l

S GAMNBCZ Y

"HSE datote &

J

The product to be produced should not be a part of an object.
— Could be considered as a mere method
for forming or changing something.

00

LOILE %“éo})i Lt t:'45>J/\ID|JI ?let He=st Y

The product must be changed. n=zs #2810 =

A method for producing a wafer, comprising: covering a
AOIHE HRNAEZ Y= S,

-

= A

= AN

Hu
N

Not enough ==aix 25
wafer by resist, exposing the resist, and etching the resist.

dIXNAESESAII=EH, &
dIXNAESNHEGt= HHE Z&6t= A0IIHE Moo= 2HE.

further etching the wafer. sz =z qas=ox

f-l[[

Sufficient =
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Suggestion 3. Supportin

ATEN £Y X

software inventions

We suggest w2~ ot

General Suggestionsgsi=o xot

JP | Write cooperative relationships with
KR | hardware in the claims.

HPE0l SHE0IRS B BHE A

Make clear specific applications, what is
us |significantly more, and why. x=0 22 g g=3

S, M O ZQ8 241 1 0IRE B &

Make clear how claimed elements contribute
EPO | to solving technical problems. z2g5= 2450
CN | 7'EX SHEB sHZoks O 01€H 104 oH=X sl &

1. Writing all of those

IE JIWALE 2E 2 Mot
2. Avoiding writing problems and
words in human activities,
economics, and psychology, e.g,
fees, monetary transactions, and
impressions.

HE =0 =2, s8HH, et 5, 22t2 &5,
dHs, € gelstel 2H & S0 E JIMots A=
2|10l 6t

References Comparisons of Software Eligibilities in IP5
Software Inventions in Japan cf. US & EP

‘RY UKA-
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https://www.ryuka.com/en/news/ip-news/patents/24743
https://www.ryuka.com/en/news/ip-news/patents/25200/

Supporting amendments to software
inventions in Japan

220A2

1.

ATEY LB U 2E XA

Describe hardware such as storage and memories, even if the

u}

Al

hardware is a typical PC or cell phone. scaomias=o s suzoas nasx

22 S2ot=AHE L Fot|

Describe how the software uses tables, databases, or
temporary data. cz=somieos goiEmos es o HoEES oE o tEsE T E 5

Describe that the tables, databases, etc. are stored in a storage

O MEeMOTY. eioi=, tiolEoIA SO0l ME =X LHH 22l 0ff K& S 0f UCHD &6t

‘RY UKA- 13



Adding a computer block diagram to PCT and
priority applications (for JP)

PCTH RUER0N BFEH =5 U006 I&E FII6t)| (IpE)

NETWORK

1900

2095
©

2090

2000
CPU e
B 2080 5 2075 = 2082 52020 2040
Ag;SPL?ES GRAPHIC HOST RAM
ARA CONTROLLER CONTROLLER HARD DI1SK
e 2030 ;—2084 DRIVE .
COMMUN | CAT |ON i/0 :
1 /F CONTROLLER 2060
2010 : <
5 CD-ROM |
ROM DRIVE
<2070 T 2050
1/0 CHIP USB Adaptor

‘RYUKA-
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Describing cooperative relationships with hardware
in PCT and priority applications (for Japan)

PCTH R8=F HE2I30lE (E2E)0lA St=A02AS & 2K &Y

A simple description like below may still help in JPto some degree (although

not |deaI). (OI&Z 0| XI= 4 XICH Olch 9t 262 2+EHat Y2 IPOIA 0= FE 201 2 4 USLICH

[0050] Tables --- and ---, and data/information --- and --- described in the
embodiments can be read from hard disk drive 2040 and temporarily stored
in RAM 2020 by CPU 2000. CPU 2000 may then read tables ----, and --- and

data/information --- and --- from RAM 2020, process them, and store them
in RAM 2020 again.

‘RY UKA- i5



Suggestion 4:
Avoiding Detailed Objects, Summary, and Effects of the

invention (Same as in the US)

Hieha: 2Hol JIfHC AF, 29 H SUE ot A (0120 S2)

Anything written in those sections limits the scope
of the inventions, since:ue sum =sm o= use vas neaun oss
objects of the Invention, ez ==,
summary of the Invention, and wzo o, 2212
effects of the Invention wec =35
mean:
those of the claimed inventions. sazzs wee 12== aoso azeu.
“RYUKA- .




Languages in “*** of the Invention” sections limit the

scope of claims
oo MEAQN U= Q0= HP YAS RBHe

1. Tokyo District Court, H10(wa)30302

The claimed phrase, “lower portion” was limited in reference to

the explanation made in the Effect of the Invention section.

1. ©2 X2, H10(wa)30302
HTE 2706 222 2O 51 MM0 AYS AXGH0 MESELIC

2. Osaka District Court, HO8(wa)13483

The claimed phrase, “natural stone” was limited in reference to

the explanation in the Object of the Invention section.

2. At K9, HO8(wa)1348
HPE 270 "KM

—/

83
=y

S A Y

—/ —

rr

28 = FLot0 HMetE L Ch

g2
oS

‘RY UKA-
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Avoid saying
“the invention” & “the present invention”
Y Qe e 22 )| E TS|
Those mean claimed invention. ==z zas s

A

FIF
fuin

Ex. According to the present invention, (effect) is achieved. =uau=g,

(=)ot EdELICL

— Claimed inventions are construed to achieve the effect. z-=
S@H2 st E Aot fol ol &ELICh
Suggestion xe:
According to the first embodiment, ..... is achieved.

UM S AN G2, .0l €4 ELICH

— Less limiting claims. cua=ozas
‘RY UKA-

18



Suggestion 5: Move discussions of prior art
into the embodiment

Hiots: A8 D|=0ll st =2/ S Al 2 0l=

- Discuss general technologies as a part of your invention.
-gYo esto2 AL I|=0fl CHoll =2

- Discuss different technologies as an alternative solution.

CHorxol iMoo =2 kst J1=0fl CHall =2

In the prior art section, merely say: «a 2 ssnn= osn 2o m
Ex. Abstract of 2001-12345 says that “(cited sentences).”

2001-12345 ©] QOA Ol = "2/ B S 3)"0/2tD LIS USLIC
(No admission is made.) o2 =)
Cf. In **** itis disclosed that ****** ..o s 2og0 250,
(Applicant’s admission is made) (z=eie a0 2g)

Not all known references are required. Two or three are enough. == ez 2080 28 22

OtLIt, Al O S =2&LICH
‘RY UKA-

19



Reasons os

Anything explained in the Prior Art section is assumed not
a part of the present invention.

AHI=AEUHMETE LE NS 2 LI LRI0t 2oz 2= LIC
— Descriptions in the Prior Art section limit the claim scope.
M8 I|s Mo S B HS MBS LI
— Amendments that are supported by the Prior Art section
are not persuasive for the inventive step.

Sl D= ME0A X Xots =3 Atg2 Z2H el S0l ol £==01 8{&LICL

i 4 2l = Z a0l A LIT,
— Descriptions of the prior art problems limit the claim scope.

S D= 2Ho e 282 32 S MEtE L

‘RYUKA-
with Free Vision
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Suggestion 6 xiets:

Upon receiving an allowance, confirming patent
applications that have cited your application

6lJIE =g0old, Aote =] = =S8t Sols S el
e Filing a divisional application, if your application
has been cited to a competitor’s application

F

ol

® ATALS A A0 AT AFAIIIEE HLR, 2 NS

[0
Nio

=
=

Il

............... 22



Considering claims that cover the
competitor’s embodiments

o . BHAS] dAIGE HBols 38 1}&16DI .
. The embodiments show the competitor’s product idea.

AA Ul BEALL IS OOICIHHE EW s LICL
= Increasing the chance to cover the competitor
ZHAIE HHE JI31 It = Y LICH

Your application discloses (a part of) the competitor’s ideal claims

Flotel Ed2 A2 0l X P2 (2 2F) S(E) SMELTE

= Considering claiming the same. z= z2=

uio

deA gL Ch

[l

See: Studving Citing Applications to Decide Divisional App.
‘RY UKA-
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https://www.ryuka.com/en/news/25131/

Grant
Rate
at the
Appeal
Board

& 2l Al

)

oiot=

Suggestion 7: Appealing to the Board

Motz A3 H32

. 3 of 4 patent applications are granted

100%

75% |

50% |

25%

0%

56 £& 42 320 St ”AsUTH

| =&=Utility Patents ~#=Designs Trademarks |
Al Al OF CIXtQ! ME
80.8%
51.7%
2014 2015 2016 2017 2018 2019 2020 2022 2023
Cited from the JPO Website (Japanese)
‘RYUKA-
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https://www.jpo.go.jp/news/kokusai/seminar/document/chizaishihou-2024/jpo-doko_jp.pdf

The appeal fee is lower than
the fee for a divisional application

0
ABHED $43E SHER 242320 YU
Office fee for Appeal amz2 =ss5012

USD 300 + 36 x claims’’

Office fees for Divisional and its Examination
SSER U D) AAN 2R S5 HHI
USD 900 + 27 x claims ™

Service fees are comparable 4biA 22 D JtseLC

*1 JPY 49,500 + 5,500 x claims 1 USD = JPY 150.8 (Oct. 20, 2025)
*2 JPY 138,000 + 4,000 x claims (large entity) Rounded for easily read

"RY UKA: 25



Claims can be amended:

P82 23" > YsUT
1. when appealing the case to the appeal board,

0z N

. in response to an OA during the pre-appeal examination, and

B M2 A A SO0l OAl SEote 32, &

. often, after the interviews as well, if the interview is accepted

242, AN EE 0SS, He0loEdE %

-
0l

g w

See: Appeal Procedure is Advantageous at the JPO

"RYUKA- 2


https://www.ryuka.com/en/news/ip-news/patents/23835

Board examiners tend to be more flexible
in accepting amendments

ABRES BYE O RUGH 2OIS0IE &0l ASLITH
Examiners have discretion to enter amendments having no new matter.
ANZES A7 AE 20l EFZ HEE R0l ASLICH

Board tries to settle the case at the interview.
ATEONE HINAH AHHS HZSIDX BLICH
Even when the Board does not agree with the proposed amendment,
ATEOHOL KOtE 2HOHN SHK A= IR0
"1 They may suggest allowable alternatives.

AHAE2 oI JisE GE 25 eE HotE Jisd0l ASLICH.

‘RYUKA-



Suggestion 8 xs:
Restoring patents and patent applications, if
unintentionally lapsed

OEX & e R S5 € S5l E3 S5

Subjects of restorations ==

- PCT national entry rcr=ueze
- Paris priority T2l o 4
- Examination request sz

- Annuity/renewal after the six-month grace period size 002 =
o2 /244l RYUKA



Deadlines for restorations ===
Priority Restoration s«z ==:

- 2 months from the priority due date, or
QUA FZIIBO2RE 28 L
- 3 month max. from the PCT entry due date

PCT =3 OIZLZFH X0 30HE

PCT Entry, Exam. Request and Annuity Restorations:
Earlier of: rcras, anzm 2 oz =22 o5 218 @
- 2 months from knowing the lapse of time
JIst g 2 L2 248
- 1 year from original due date (6 months for trademarks)

2o DIZLZEH 1E (M E R 6HE)

‘RYUKA-
with Free Vision



Office fees for restorations (JPY)

=22 98 S5HHI

Patents =0l 212,100
Trademarks &fE 86,400
Designs Cl Al 24,500

A
Utility Models& & &1 9F 21,800
(as of Oct 20, 2025)

See: Restoration is available for unintentional lapse
‘RYUKA-



https://www.ryuka.com/en/news/ip-news/patents/25126/
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Suggestion 9 nas: Keeping pendencies with fewer divisionals
O HS 22ERUOZ 28 5 AHE SN 51D

Green options are less expensive per deferred month. z= g«e e 1182 vigo MEHzUL.

, _ _ Office & Service Deferred Fees /
Options for extending pendencies
Fees (JPY) Months Month
Deferring the request
- 10,000 18 600
Request for (3 years from (PCT) filing date)
qu. _ Appealing the parent rejection with any 180,000
Examination . ..
amendment & Suspending the divisional for an appeal 12 17,000
examination + 20,000
Office Actions | Responding to an OA without analysis 50,000 3 16,700
(OA) Extending the OA response period 16,200 3 5,400
Allowance Extending the period for paying the issue fee 14,100 30 days 14,100
o Filing in English & 12 (1S_t' O_A)
Divisional 345,000 + 6 (rejection 19,200

Requesting the examination

decision)

‘RY UKA-

32



Suspending the divisional examination
SESR O AAIE SEAI2|D]

The divisional examination can be suspended if:
SEER AAE OSD 22 9 S0E 4+ YSULH
- the parent rejection decision is appealed, and
SOER0 HEAH0 ABHIE Y2 YL
- the suspension is timely requested.
ZCHOl HEE A0 RFEE A
Resumes three months after the decision on appeal.
AT e ZHORLE 304 S0 MIHSLICH
Suspended period worth Appeal fees.

=0l JI2E Plol 8 EHE R =2 & IHXIF ASLICH

‘RY UKA-

Reference: JPQ’s Published Notice (Japanese)
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https://www.jpo.go.jp/system/patent/shinsa/general/bunkatu-shutugan_chushi.html

Suggestion 10: Reducing office fees

Mot 10: Sold =5 E 2ol

Available for: oistoi 4 012 srss0cr

- Micro and small entities oi0az2 2732 220

-

o

- Universities and NPOs CHt 2 NPO

= New entities (<10 years) 7 soi<0)

>

Inform the JP agent of the detailed category selected from oisioi c=a
M=ot naie 2= geea 2zase: Office Fees for Small/New Entities &
Universities

‘RY UKA-
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https://www.ryuka.com/en/news/ip-news/patents/24061
https://www.ryuka.com/en/news/ip-news/patents/24061

Thank you. -
S
Questions? fﬁ, |
>
about us:
Since 1998 )

42 Patent Attorneys

Firm of the Year 2024 (Patent Prosecution, Asia IP)
‘RY UKA-

www.ryuka.com


https://www.ryuka.com/en/contact/

Appendix A: Calculations tor Divisional & Appeal Fees

SE AP Y NBEDD 242 Y

B. Appealing the rejection decision Fees (JPY)
Service fee excluding substantial analysis 40,000
Late filing appeal brief 15,000
Office fee 49,500 + 5,500 x claims

Assuming 13 claims: Total: | 176,000 for 13 claims

F. Filing divisional application in English Fees (JPY)
Filing a divisional ap-pllcatlon in English, 105,000
followed by translation
Office fee: 22,000
Requesting the examination 20,000
Office fee 138,000 + 4,000 x claims

Assuming 15 claims: Total: | 345,000 for 15 claims

* The fees and months are typical examples. The fees vary by the firms.

=2 Er= SSEA WL === U2l20ll Tt &0l LICH

"RYUKA-
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Appendix B: Other suggestions
2= B: J|Et RIQH ALE

Five More Suggestions for Patent Prosecutions

Ai & Business Method:
Protecting Al Inventions
IP High Ct. Says Steak Providing System is Patent Eligible.

Claims:
Protecting Medical Treatments in Japan

‘RYUKA:


https://docs.google.com/presentation/d/1K1qWci0veF_YYwIeraeUHXbp-L4gfT0SaeJ6r-hOIOA/edit?slide=id.p1#slide=id.p1
https://www.ryuka.com/en/news/ip-news/patents/24053
https://www.ryuka.com/en/news/ip-news/patents/24074
https://www.ryuka.com/en/news/ip-news/patents/24057

