10 Suggestions for
Patent Prosecution in Japan
Extracted from Our Practice

o= S5ER A0
Rl oF

‘RYUKA-

with Free Vision

. Tre =
Aki Ryuka BEZEE BHFS
Japanese Patent Attorney
Attorney at Law, California, U.S.A.

&t 101Xl

October 20, 2026



= XPEE %E XI/\'XH& Efad §§|9| %/Al EJIJ_DP OP‘;' JHRI AN K eH LI Ch

= 88= %E”E.OJ ’E.D_% 1 |D4 %IP QESH’%*EI(HA-IE@%'LID. AtRHOHCH
S0l =2z, = IPEDJ% J1§ oP_ L=l PP_, BHE Al 'ﬂi)\kﬂ a ot Al L.
HE=2 II%’—‘.QE Uﬂlg% P EH, = ’SE‘_DP DE JHJH M°*° UF%‘ otAl 2= += UsLILH
= d22 sz RYUKA& PARTNERSS2S| H 2 AR-C 2@ 2t A JF d ot Al = LICH
Hi=s = Az2 UE0 tolAM= Oidet 88 MY = XA EsLICh



100X I OF:

o A 2Hed: 304




Suggestion 1:

Claiming a system having a web server and
a terminal
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User Terminals in Japan
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https://drive.google.com/file/d/1wSqaYwCOPixL5otSvFYO1qbkOABMckX0/view?usp=drive_link

Reasoning 1:
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Reasoning 2:
The system was producedin Japan
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Servers in the U S The essential functions of the terminal were created in Japan.
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* Other factors: Japanese patents may apply to overseas
servers

* Other suggestions: AIPLA Publication
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https://www.ryuka.com/en/news/ip-news/patents/25177/
https://www.ryuka.com/en/news/ip-news/patents/25177/
https://www.aipla.org/innovate/japanese-patent-covered-a-us-server---the-ip-high-court-(iphc)-en-banc-decision
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Cour, Feb 24, 2009
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Mere process claims are often not regarded as “methods for producing a product”
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Suggestions to be considered as “method for producing” claims
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Suggestion 3. Supporting software inventions
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https://www.ryuka.com/en/news/ip-news/patents/24743
https://www.ryuka.com/en/news/ip-news/patents/25200/

Supporting amendments to software inventions in Japan
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Adding a computer block diagram to PCT and priority applications (for JP)
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Describing cooperative relationships with hardware in PCT and priority applications (for Japan )
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[0050] Tables --- and ---, and data/information --- and --- described in the
embodiments can be read from hard disk drive 2040 and temporarily stored
in RAM 2020 by CPU 2000. CPU 2000 may then read tables ----, and --- and
data/information --- and --- from RAM 2020, process them, and store them
in RAM 2020 again.
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Suggestion 4:
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*** of the Invention” sections limit the scope of claims
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Avoid saying
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Suggestion 5: Move discussions of

into the embodiment
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Filing a divisional application, if your application has been cited to a competitor’s application
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Considering claims that cover the competitor’s embodiments
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See: Studving Citing Applications to Decide Divisional App.
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https://www.ryuka.com/en/news/25131/
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Suggestion 7: Appealing to the Board
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https://www.jpo.go.jp/news/kokusai/seminar/document/chizaishihou-2024/jpo-doko_jp.pdf

The appeal fee is lower than
the fee for a divisional application
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Claims can be amended:
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1. when appealing the case to the appeal board,
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https://www.ryuka.com/en/news/ip-news/patents/23835

Board examiners tend to be more flexible in accepting amendments
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Deadlines for restorations
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(as of Oct 20, 2025)

See: Restoration is available for unintentional lapse
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https://www.ryuka.com/en/news/ip-news/patents/25126/
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, _ , Office & Service Deferred Fees /
Options for extending pendencies
Fees (JPY) Months Month
Deferring the request
- 10,000 18 600
Request for (3 years from (PCT) filing date)
g T Appealing the parent rejection with any 180,000
Examination . ..
amendment & Suspending the divisional for an appeal 12 17,000
examination + 20,000
Office Actions | Responding to an OA without analysis 50,000 3 16,700
(OA) Extending the OA response period 16,200 3 5,400
Allowance Extending the period for paying the issue fee 14,100 30 days 14,100
12 (1st. OA
o Filing in English & ( S_t O_ )
Divisional ) o 345,000 + 6 (rejection 19,200
Requesting the examination O
decision)
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Reference: JPQO’s Published Notice (Japanese)
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https://www.jpo.go.jp/system/patent/shinsa/general/bunkatu-shutugan_chushi.html

Suggestion 10: Reducing office fees
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https://www.ryuka.com/en/news/ip-news/patents/24061
https://www.ryuka.com/en/news/ip-news/patents/24061
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https://www.ryuka.com/en/contact/

Appendix A: Calculations for Divisional & Appeal Fees
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B. Appealing the rejection decision Fees (JPY)
Service fee excluding substantial analysis 40,000
Late filing appeal brief 15,000

Office fee 49,500 + 5,500 x claims
Assuming 13 claims: Total: | 176,000 for 13 claims
F. Filing divisional application in English Fees (JPY)
Fili divisi I lication in English,
iling a divisiona ap‘p icatio g 105,000
followed by translation
Office fee: 22,000
Requesting the examination 20,000
Office fee 138,000 + 4,000 x claims
Assuming 15 claims: Total 345,000 for 15 claims
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Five More Suggestions for Patent Prosecutions

Ai & Business Method:
Protecting Al Inventions
IP High Ct. Says Steak Providing System is Patent Eligible.

Claims:
Protecting Medical Treatments in Japan
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https://docs.google.com/presentation/d/1K1qWci0veF_YYwIeraeUHXbp-L4gfT0SaeJ6r-hOIOA/edit?slide=id.p1#slide=id.p1
https://www.ryuka.com/en/news/ip-news/patents/24053
https://www.ryuka.com/en/news/ip-news/patents/24074
https://www.ryuka.com/en/news/ip-news/patents/24057

